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Meccano, Lrp. v. WAGNER, et al. 
234 Fed. Rep. 912) 


United States District Court 


Southern District of Ohio, June 12, 1916 


1. UnratR CoMPETITION—EVIDENCE OF DECEPTION. 

Evidence of actual deception of the purchasing public is not necessary 
where the imitation of the plaintiff's goods is such as to warrant the court in 
concluding that this deception was intended and would result. 

2. Unrarr CoMPETITION—IMITATION OF A MECHANICAL Toy. 

Where plaintiff has manufactured and sold a mechanical toy, consisting 
of numerous parts and units which may be assembled in a great number of 
ways, to make many and various structures and has advertised the toy exten- 
sively and acquired a large sale therefor, the manufacture by defendant of a 
toy of like character so made that the parts and units are interchangeable with 
those of plaintiff's toy and that these parts and units are distinguishable 
from those of the plaintiff only by careful comparison, the imitation of the 
box in which the goods are packed and the copying of the plaintiff's manual 
accompanying same, together with the sale of the defendant’s toy at a less 
price to the dealer, constitute unfair competition. 

3. Unrarr CoMPETITION—INVASION OF PLAINTIFF’s BuSINESS SYSTEM. 

When plaintiff has established a business system peculiarly its own at 
great expense of time, thought, labor and money, it acquires therein a prop- 
erty right of which the defendant cannot deprive it by introducing his goods 
into and as a part of the plaintiff's system. 


In Equity. On final hearing. Decree for plaintiff. 


Reeve Lewis and Ralph L. Scott, both of New York City, and 
Healy, Ferris & McAvoy, of Cincinnati, Ohio, for com- 
plainant. 


H. A. Toulmin, of Dayton, Ohio, for defendants. 


Houuster, District Judge: Action for unfair competition, 
infringement of copyright, and infringement of patent. 


Counter- 
claim for unfair competition. 


In 1899 Frank Hornby, of Liverpool, England, conceived the 
idea of a mechanical toy composed of thin narrow strips of metal of 
different lengths perforated with holes equidistant from each other, 
angle bars, wheels, nuts, and bolts, so designed and constructed 
that by their use toy models can be built, in appearance resembling 


mechanical structures, and, in some instances, actually illustrating 
principles in mechanics applied and embodied in actual mechanical 
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structures in common use in many arts in which the principles of 


mechanics are applied. Hornby had a mechanical turn of mind, 
and, as a boy and young man, was accustomed to the use of th: 
simpler tools used by mechanics. He was managing clerk in the 
office of one Elliott, an importer of American meat and live stock. 
He had no means, except a small salary, and his family included 
two boys, for whom he constructed the metal strips and other 
appurtenances hereinbefore described. Various mechanical struc- 
tures were built up of these, and Hornby, believing he had 
found a toy for which there would be a market, obtained a British 
patent in January, 1901. His want of means and the disinclina- 
tion of the trade to further his efforts to put the device on the mar 
ket did not discourage him; but, having interested his employer, 
he found sufficient means to further develop the toy and to bring 
it to the attention of the public. 

The first constructions were crude and composed of compara 
tively few parts, but the idea was there, and by the addition from 
time to time of further parts, it became possible for a bright boy 
to build up, either on his own initiative or from illustrations in the 
Manual which accompanied each outfit of parts, an extraordinary 
number of devices resembling in form and appearance many struc- 
tural devices known and used in the mechanical arts. There was 
nothing like it or resembling it on the market, and, after a number 
of years of effort to create a market by advertising and public 
demonstrations, a large business has been built up in the United 
States and elsewhere. 

The toy is of great utility, of educational value, is stimulating 
to the imagination, appeals to a boy’s creative faculties, and not 
only gives entertainment, but is highly instructive. 

Prior to 1908, about $40,000 had been expended in the enter- 
prise, including advertising. The toy was first called: “‘ Mechanics 
Made Easy,” and “Adaptable Mechanical Toy.” It was in 1907 
valled “‘Meccano,” by which it is known in the trade. The name 
was chosen after much consideration, and is a happy choice for a 
toy in the use of which models of mechanical devices may be built 
up. In 1908, the business was incorporated under the laws of 
Great Britain, under the name, “‘ Meccano, Limited.” It was first 
attempted in 1908 to interest American dealers, and in 1909 the 
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Embossing Company of Albany, N. Y., became the exclusive 
agency for the United States and Canada, although prior to that 
time some English exporting houses had sent some of the outfits 
to the American market. Sales of Meccano in the United States 
developed rapidly—1909, $7,000; 1910, $24,000; 1911, $49,000; 
1912, $114,000—and up to the last date, approximately $100,000 
had been spent in advertising, demonstrating in department 
stores, and divers other ways. 

Each “outfit” of Meccano contains certain units, consisting 
of flat strips of metal, angular strips and plates of design and dimen- 
sion of previous conception, so as to be adapted to the various 
kinds of models to be constructed. In these strips, ete., the place 


and dimension of the holes are also the result of thought, espe- 


cially so in the early conception and development of the toy. This 
is also true of the ample fastenings by which units may be held 
together as well as appropriate wheels and other devices used in 
building up the models, and all of these were made according to 
a standard, and are, through the various kinds of outfits complain- 
ant sells, interchangeable, so that the parts of one outfit may, when 
appropriate, be interchanged with other parts; and in all the outfits, 
parts are interchangeable. The Meccano outfits are numbered from 
“0” to “6,” inclusive, and the company sells accessories and 
supplemental outfits numbered “0A” to “5A,” inclusive. In “0,” 
there are different parts making up that outfit. From these parts 
a number of models can be made. This outfit has a certain price. 
In “OA,” there are additional parts, which together are sold at a 
certain price. When “0A” is added to “0,” they together make 
outfit ““No. 1.’ And so on the system goes, the outfits expanding 
in parts and units until outfit “6, together with supplemental 
parts “5A,” make up and comprise all of the preceding outfits 
and the additional parts to each outfit, the price becoming greater 
as the outfits contain more parts, units, etc. The plan upon which 
these commodities are sold was preconceived and has a definite 
object. If a boy starts with outfit “0,” and wishes to increase, 
by additional parts and units, the opportunity for constructing 
models beyond the capacity of the units and parts in “0,” he pur- 
chases the additional units and parts “0A.” He then has an outfit 
which corresponds to outfit “1.” And so if he first has, say, outfit 
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**3,” 1t would contain all the parts of “0,” “1,” and “2,”’ which, 
of course, would include additional parts “OA,” “1A,” and “2A.” 
The units in these additional parts and the additional parts them- 
selves may be purchased separately. If a unit has been lost or 
injured, it may be obtained from dealers who carry Meccano. 
Such a unit can be used in its appropriate connection and relation 
in any Meccano outfit. The valuable quality of interchangea- 
bility attaches to the various parts. Each set is accompanied by a 
Manual, in which is depicted models, which may be constructed by 
the units contained in the outfit which it accompanies, though not 
intended to limit the possibilities of the units, as the thought and 
ingenuity of the boy owner may suggest constructions not found in 
the Manual. 

There is no doubt, and experience shows, that the use of an 
outfit, with its Manual, tends to develop a desire for a more ex- 
tended opportunity the possession of further units would afford. 
Hornby created something. What he created has been developed 
since by him and his associates and by the complainant, which 
succeeded to their rights. That which was created was the result 
of study, of experiment, of expense; and, when the result of these 
were brought to the market and to the attention of consumers, it 
became a creation of very great value. 

It was known by a distinctive trade-name, and gave to the 
consuming public a toy of a new character which was in its essence 
a “‘model builder” and might well have received that name. 
Each of the outfits has printed on its cover or casing, ““Manufac- 
tured by Meccano, Ltd., Liverpool, Eng.’ The box covers of 
Meccano outfits are black, the label—the color red predominating, 
the word “ Meccano” in large letters being in red, and the legend, 
“The World’s Mechanical Wonders in Every Home,” being in 
red—when pasted on leaves a margin of black. 

In each outfit, the parts or units making it up are neatly 
arranged in the containing box. The label also on the box repre- 
sents a boy building a model of one kind or another. 

There is no doubt that when the defendant Francis A. Wag- 
ner, trading as the American Mechanical Toy Company, intro- 
duced into the market the commodities of which Meccano, Limited, 
complain, the trade and a large part of the consuming public were 
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acquainted with complainant’s model builder, and the trade and 
those of the consuming public who had seen Meccano outfits 
knew it as of British make. The name “Meccano” itself attracts 
attention, and particularly when seen in connection with printed 
representations of models of well-known mechanical constructions; 
and the name had become identified with a toy model builder, 
the only one of its kind. 

Prior to the date this suit was brought, Wagner and the de- 
fendant the Strobel & Wilken Company, of New York and Dayton 
(Wagner's selling agents), had introduced into the market a model 
builder, which, except for great care in examination, cannot be 
distinguished from the complainant’s Meccano; and, in connection 
with the model builder so introduced by defendants, a Manual 
which could not in my judgment, have been made in the way they 
are made, in the language and figures chosen, and in the models 
displayed, unless the constructor had before him a Manual or 
Manuals issued by complainant. 

The covers of defendants’ outfits are black. The predominat- 
ing color of the label is red, a boy engaged in the construction of a 
mechanical model is displayed; and on the label is inscribed “The 
World’s Greatest Mechanical Wonder.” The choice of the name, 
“The American Model Builder,” is significant, giving the impres- 
sion that it is different from the British model builder (the prior 
and well-known Meccano), when, in fact, it is the same. The idea 
conveyed by defendants’ label is just the same as the idea con- 
veyed by complainant’s label. If one had seen an advertisement of 
a Meccano model builder, or had seen a neighbor’s boy building 
models with Meccano mechanical units, and had gone to a toy 
store for the purpose of buying such an outfit and had seen there 
defendants’ outfits and had purchased one, there is no doubt he 
would think he had bought what he had gone after. There is 
testimony showing results of similar character. Testimony, how- 
ever, is not needed, for the outfits themselves, in numbers and 
parts corresponding with the complainant’s and the arrangement 
of the parts in the boxes and the appearance of the boxes, are 
enough in themselves, without any testimony, to warrant the 
court in concluding, as is now concluded, that the defendants’ out- 


fits, parts, boxes, and labels would deceive the purchasing public, 
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and were so intended. A mere glance at Plaintiff’s Exhibits 8, 15, 
and 17, of defendants’ outfits of 1912, and a comparison of these 
with Plaintiff’s Exhibits 24 to 26, inclusive, show that the one is 
copied from the other in all substantial details. The intention to 
deceive may be inferred “from the inevitable consequences of the 
act complained of.” Elgin Watch Co. v. Illinois Watch Co., 179 
U.S. 665, 674, 21 Sup. Ct. 270, 45 L. Ed. 365; Samson Cordage 
Works v. Puritan Cordage Works (C. C. A. 6), 211 Fed. 603, 608, 
128 C. C. A. 203 [Reporter, vol. 4, p. 225]. 

Defendants’ outfits are also seven in number, numbered 1 to 
7, inclusive, so that “No. 1” corresponds to Meccano “0,” and so 
on. Hence, for instance, “No. 3”” American Model Builder is the 
same as Meccano “2,” and additional parts “0A” Meccano are 
additional parts “No. 15”” American Model Builder. As an illus- 
tration, the Meccano, 1911, lists of separate parts— some of pecul 
iar construction—have been duplicated in all respects in the de- 
fendants’ corresponding lists. The defendants have added two 
parts, a rack and eccentric wheel. Meccano had not, prior to 
that time, listed or made these—at least, had not put them upon 
the market. These and a few other additional parts introduced 
by defendants from time to time, all embodying ancient and well- 
known mechanical principles—‘“‘set screws,” for instance—com- 
plainant uses in subsequent outfits. Upon this, the defendants 
found their separate counterclaim for unfair competition. 

The building up of models requires not only that certain 
parts shall be of constant shape and size, but that the holes in the 
parts shall be equidistant from each other, the distance in all 
the parts between the holes being the same. ‘This establishes a 
standard. That standard of distance Meccano established as 3 
inch. The adoption of the same standard by the defendants was 
not accidental. If a different standard had been adopted, then 
American Model Builder parts and Meccano parts could not be 
interchangeable, since in the Model Builder the parts are substan- 
tially the same as the corresponding Meccano outfit of parts. A 
boy starting with a certain Meccano outfit can gratify his desire 
for additional parts for the construction of further models by pur- 
chasing the American Model Builder parts, resulting in obvious 
injury to Meccano’s business. However strongly defendant 
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asserts ignorance, accident, or mistake, little weight can be given 
to what he says in the face of what is disclosed by the physical 





appearance of the outfits, the Manuals, method of arrangement of 





contents of boxes, and the appearance of the, what might be called, 





“show case exhibits of separate parts.” ‘“‘Complete Manual of 





Instruction,” issued by defendants, which accompanies each outfit, 





is called, in Meccano, “Manual of Instructions.”” Defendants’ 
Manuals may be the result of labor and thought, but the labor and 






thought is not of an original character, resulting in something new 





taken from a mass of common information; and it is clear enough 





that the labor and thought expended has been for the purpose of 





making a Manual, appropriate to the outfit it accompanies, 





counterfeit the Meccano Manual accompanying the corresponding 





Meccano outfit; and all for the purpose of deception. Even if there 





were no evidence tending to show actual palming off of the defend- 





ants’ for the complainant’s goods, there is a silent representation 





made by the outfits, the arrangement of parts and number of parts, 





the Manuals and some of defendants’ advertisement, or the adver- 





tisement of those selling their goods, that “American Model 





Builder” is the same as Meccano. ‘There are in evidence many 





instances of deception, confusion, and mistake growing out of the 

\ similarity of these goods, even in their extraordinary detail. In 

addition to the evidence, the physical exhibits themselves disclose, 

not only the intention of defendants that their outfit is the same as 

the corresponding Meccano outfit, and that it is interchangeable 

with Meccano parts, and other evidence in the case establishing 

both of these charges against the defendants, but there are also in 

evidence two of defendants’ letters which convict them of both 

rf charges. The case is so clear that it would serve no useful purpose 

| to set forth the many proved instances of the injurious effect upon 

complainant’s trade caused by defendants’ devices and the inter- 
changeability of defendants’ parts with the complainant’s parts. 

One of the earmarks of unfair competition—the sale of the 

imitating device at a lower price—is abundantly proved in this 

} case. Of course, when dealers can get substantially the same ar- 

ticle at a lower price, they will deal in that in which there is “more 


oT ence 


money.” Notable illustrations of this are found in the instances 
of the Wanamaker stores and the Curtis Publishing Company. 
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In these, Meccano has been largely supplanted by the Americar 
Model Builder, for the reasons that they are substantially the same, 
and it is more profitable for the dealer to buy the imitating article. 
It is shown also that, for the most part, the prices to the retail 
trade are less for American Model Builder than for Meccano. 

It seems to me that unfair competition exists both under the 
aspect of palming off, which is shown not only by instances in the 
testimony, but also in the more subtle way, as said by Judge 
Lacombe, “‘by simulating the collocation of details of appearance 
by which the consuming public has come to recognize the product 
of his competitor.”” Enterprise Mfg. Co. v. Landers, 131 Fed. 240, 
241, 65 C. C. A. 587, 588 (C. C. A. 2), affirming the circuit court in 
124 Fed. 923. As I read the facts in that case in the district court, 
there are two noticeable differences between it and this case when 
dealing with the subject of palming off one’s goods for another. 
They are that the facts in this case show, if possible, an even more 
pronounced instance of appropriating all by which the complain- 
ant’s product had become known to the public, and that the de- 
fendant in that case was honest enough to admit all that he had 
done, but took the position that he was entitled, under the law, 
to appropriate what belonged to the complainant. He attempted 
to justify himself, as the complainant does in this case, by the 
decision of the circuit court of appeals in this cireuit in Globe- 
Wernicke Co. v. Fred Macey Co., 119 Fed. 696, 56 C. C. A. 304. 
Judge Platt had no difficulty in distinguishing the facts in that 
case from the facts before him, and he sets forth some of the 
reasons. In addition it may be said that, in the Globe-Wernicke 
Case, the units were well known. They belonged to a class of 
commodities for which there had long been a market. Anybody 
could build one in the way they were built. Nothing in the way 
of business system was involved in placing one unit upon another, 
or several units end to end, in making up a bookease. In this case, 
there was not, until Meccano came upon the market, anything like 
it known. There was no class which would comprise it, or to 
which it could be assimilated. Further, the various parts in each 
unit were futile in themselves, and so was the unit made up of the 
parts. The bookcase unit, as constructed, was the final construc- 
tion, except, if one wanted to, he could add one to another; but in 
Meccano the construction of the thing into which the parts in 
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the unit went was in the power of the purchaser alone. He could 
make such constructions as pleased him, either by suggestions from 
the Manual, or such as came from the fertility of his own mind, 
all within the limits of the parts the particular unit comprised. 
The Globe-Wernicke Case is not helpful to the defendants. 

In addition to Enterprise Mfg. Co. v. Landers, 131 Fed. 240, 
65 C. C. A. 587, the principle will be found in Yale, ete., Co. v. 
Alder, 154 Fed. 37, 83 C. C. A. 149 (C. C. A. 2), and Rushmore v. 
Manhattan, etc., Works, 163 Fed. 939, 90 C. C. A. 299, 19 L. R. A. 
(N. S.) 269 (C. C. A. 2). 

Unfair competition exists also in that the complainant has 
established a business system which is peculiarly its own. This 
was done at the expense of time, thought, labor, and much money. 
If it be assumed that this court is in error with respect to the 
finding of palming off of defendants’ goods for the complainant’s, 
establishing thereby unfair competition, yet the defendants use 
complainant’s business and the system it has established. In 
these it has acquired a property right of which its competitor 
cannot deprive it by introducing his goods into, and as a part of, 
complainant’s business and business system. In this respect, the 
case strongly resembles Prest-O-Lite Co. v. Davis (D. C.) 209 Fed. 
917 |Reporter, vol. 4, p. 91], affirmed by the circuit court of appeals 
of this circuit, 215 Fed. 349 [Reporter, vol. 4, p. 419). 

If it be assumed that defendant could establish a business 
system of his own and enter into competition with the complain- 
ant’s similar system, it seems to me quite clear that the defendant’s 
system could not be so used as to appropriate the business and 
good-will established by the complainant. It cannot be that the 
defendant can build up his own business by taking away com- 
plainant’s business through the very method established by com- 
plainant for carrying it on. The American Model Builder is not 
only a fraud on the public, but also a fraud on the complainant. 

I find the charge of unfair competition amply established by 
the facts and under the law. 


* * * * * 


Defendants’ counterclaim will be dismissed. An order to 
that end may be taken; also sustaining the charges of unfair 
competition. 
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ALLEN v. WALKER & GIBSON 
(235 Fed. Rep. 230) 


United States District Court 


Northern District of New York, August 17, 1916 


1. TrapE-MAarK—ASSIGNMENT. 

Although a trade-mark cannot be assigned apart from the business in 
connection with which it is used, the assignment of a trade-mark to a cor- 
poration through a third person, accompanied at the same time, and as part 
of the same transaction, by the direct transfer of the business from the owner 
of the trade-mark to the corporation vests in the latter the title to the mark. 

2. TrapE-MarkK—DescriptivE TERM. 

The word ‘“‘Cedarine” applied to a furniture polish is a valid trade-mark 
and is an arbitrary word not found in the dictionary and had no meaning until 
the plaintiff coined the word and gave it a meaning. 

3. INFRINGEMENT—CONFLICTING MARKs. 

The word “O-Cedar”’ is an infringement upon “‘Cedarine’’ for furniture 
polish. These words so clearly resemble each other as to deceive the ordinary 
purchaser, who gives such attention to the same as the ordinary purchaser 
usually gives. It is not necessary that the cautious purchaser would be de- 
ceived or misled. 

4. Trapre-MarkK—NAME OF PATENTED ARTICLE. 

The fact that the plaintiff patented a furniture polish prior to his adop- 
tion of the trade-mark in suit is immaterial, for the polish sold under the trade- 
mark is not the patented polish, but a different one. 

5. INFRINGEMENT—DEFENSE—PLAINTIFF’S MISREPRESENTATION. 

A statement contained in a single pamphlet, made in the zeal of adver- 
tising, that the plaintiff “invented” and “‘patented”’ his polish, is not such 
misrepresentation as will vitiate his right to the trade-mark. 

6. INFRINGEMENT—LACHES. 

The plaintiff's failure during two years to sue is not such laches as will bar 
his right to an injunction. 

7. TrRapE-MarkK—ErFrect oF DISCLAIMER. 

A disclaimer of the right to use the word ‘‘Cedar’”’ made by the plaintiff 
in the British patent office for the purpose of obtaining registration there, in 
no way affects his right to the use of the name “ Cedarine.”’ 

8. INsuNCTION—ACCOUNTING OF PROFITS. 

Where the defendant’s sale has been small and they were not notified of the 
alleged infringement and plaintiff knew, or must have known, of the fact for 
two years, an accounting of profits should be denied. 


In Equity. On final hearing. Decree for plaintiff. 


Martin & Jones, of Utica, N. Y., for complainant. 

Rosendale, Hessberg, Dugan & Haines, of Albany, N. Y. 
(Charles W. Hills, of Chicago, Ill., and Albert Hessberg, 
of Albany, N. Y., of counsel), for defendant. 
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Ray, District Judge: In 1886 the complainant, George H. 
Allen, of Clinton, N. Y., began the business of manufacturing 
and selling a furniture polish at that place, and he placed on the 
bottles and containers a label with certain descriptive words and 
the trade-mark or name “Cedarine.”’ So far as appears, he was 
the first to coin and use this word “Cedarine.” He built up quite 
an extensive business, and became quite widely and extensively 
known as “Cedarine Allen,” a name which he adopted and used 
in various ways in such business and in advertising, and in which 
he seems to take pride. June 7, 1887, on his application, there 
was registered and issued to said George H. Allen a trade-mark. 
In his statement and declaration he said: 

‘**My trade-mark consists of the word ‘Cedarine.’” This has generally been 
arranged or inclosed within a diamond-shaped figure, which in turn is surrounded 
by a larger figure of similar shape; the sides of these figures being arranged parallel 
with each other.” 

He also describes the use and placing of certain words between 
the lines of these figures, but says: 

“These words are printed in small type, while the word ‘Cedarine’ is formed 
of large letters, to make it prominent.” 

He makes other remarks, and says: 


‘The essential feature of which [trade-mark] is the arbitrary word ‘Cedarine.’ ”’ 


He also says therein: 

“This trade-mark I have used continuously in my business since November 
1, 1886. The class of merchandise to which this trade-mark is appropriated is 
polishes, and the particular description of goods comprised in said class on which 
I use it is furniture and piano polish. It is my practice to apply my trade-mark to 
the bottles, boxes, or packages containing the polish by means of suitable labels on 
which it is painted. The word and trade-mark are sometimes also blown into the 
bottles containing the polish.” 

In 1891 Allen incorporated this business in the state of New 
York under the name “Cedarine Manufacturing Company,” with 
an authorized capital stock of $25,000. Allen was manager of the 
business of this corporation until 1897, when a corporation was 
organized under the laws of the state of Michigan, at Hastings, 
in that state, under the name Cedarine Manufacturing Company, 
and this corporation took over a furniture manufacturing plant 
at that place, and this corporation took orders for furniture polish 


bearing the name “Cedarine’’; but the goods were manufactured 
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and put up for market at Clinton, N. Y. At about this time all the 
stockholders of the New York corporation turned over their stock 
therein to comp ainant, and he in their behalf, as well as his own, 
assigned the furniture polish business at Clinton, N. Y., including 
the good-will, to said Michigan corporation. March 28, 1898, 
the Michigan corporation transferred the said trade-mark, and 
also all the property at Clinton, N. Y., connected with the manu- 
facture of Cedarine, to the complainant here. 

In May or June, 1898, Allen returned to Clinton, N. Y., where 
until October of that year he conducted this furniture polish 
business, using the trade-mark name “Cedarine.”” At this time 
the business was again incorporated under the laws of the state of 
New York, but under the name “Cedarine Allen Company.” 
When the Michigan corporation went out of business, March 28, 
1898, a written transfer to George H. Allen of the business and 
this trade-mark was executed and signed by “George H. Allen, 
Secy.”’ He was the secretary of that corporation, and while the 
defendant here vigorously attacks this transfer, I think it was 
sufficient under all the circumstances to transfer to Allen, not only 
the business, but the trade-mark, and that he again became its 
owner. It does not appear that there was any formal dissolution 
of this Michigan corporation, and defendant contends that it 
went out of business and abandoned to the public all its rights to 
this trade-mark; but I do not think this contention is sustained. 
These transactions were somewhat informal, but there is no evi- 
dence to question or dispute the statement of the complainant, or 
the plaintiff’s exhibits, bearing on this question of the ownership of 
the trade-mark. 

At the time of the incorporation in October, 1908, Allen trans- 
ferred to his wife this registered trade-mark by an instrument in 
writing, but which does not in terms include the good-will of the 
business. This certificate of incorporation stated: 

“The object and nature of the business for which this corporation is to be 
formed is the manufacture and sale of Cedarine furniture polish, and other polishes, 
jiquid glue, furniture, and advertising novelties.” 

M. E. Allen subscribed for 19,760 shares of stock in this 
Cedarine Allen corporation, and in consideration of $50,000 of the 
stock she assigned to such corporation this registered trade-mark 
No. 14,482. Allen himself subscribed for 20,000 shares of the stock 
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and conveyed the business to the new corporation. The transfer 
from George H. Allen to M. E. Allen reads as follows: 


‘*Whereas, I, George H. Allen, of Clinton, county of Oneida, and state of 
New York, did obtain letters patent of the United States for the registration of a 
certain trade-mark for furniture polish, which letters patent are No. 14,482, and 


ee 


bear date the 7th day of June, 1887; and 
| ‘““Whereas, I, the said George H. Allen, am now the sole owner of said letters 
Ay patent and of all rights under the same; and 

“Whereas, M. E. Allen, of Clinton, county of Oneida, and state of New York, 


is desirous of acquiring the entire interest in the same: 

‘*Now, therefore, to all whom it may concern, be it known that for and in 
consideration of the sum of one dollar to me in hand paid, the receipt of which is 
hereby acknowledged, and in consideration of natural love and affection, I, the said 
George H. Allen, have sold, assigned, and transferred, and by these presents do sell, 
assign, and transfer, unto the said M. E. Allen all my right, title, and interest in 
and to the said trade-mark for furniture polish, and in and to the letters patent 
therefor aforesaid, the same to be held and enjoyed by the said M. E. Allen for her 
own use and behoof, and for the use and behoof of her legal representatives, tothe 
full end of the term for which said letters patent are granted, as fully and entirely 
as the same would have been held and enjoyed by me, had this assignment and sale 
not been made. 

“In testimony whereof, I have hereunto set my hand and affixed my seal at 
Clinton, in the county of Oneida, and state of New York, this 19th day of October, 
A. D. 1898. 

*‘In the presence of Geo. H. Allen. [L.S.] 
“J. T. List. 
“D. W. Allen.” 





The transfer from M. E. Allen to the Cedarine Allen Company 
reads as follows: 


‘““Whereas, George H. Allen, of Clinton, county of Oneida, and state of New 
York, did obtain letters patent of the United States for the registration of a cer- 
tain trade-mark for furniture polish, which letters patent are numbered 14,482 and 
bear date the 7th day of June, 1887; and 

** Whereas, the said George H. Allen, by a due and proper instrument in writing 
has sold and assigned his said patent, and his rights in, to, and under the same, unto 
Mary E. Allen, of Clinton, county of Oneida, and state of New York; and 

“Whereas, I, the said Mary E. Allen, am now the sole owner of said patent 
and all rights under the same; and 

“Whereas, the Cedarine Allen Company, of Clinton, county of Oneida, and 
state of New York, is desirous of acquiring the entire interest in the same: 

**Now, therefore, to all to whom it may concern, be it known that for and in 
consideration of the sum of $50,000 to me in hand paid, the receipt of which is 
hereby acknowledged, I, the said Mary E. Allen, have sold, assigned, and trans- 
ferred, and by these presents do sell, assign, and transfer, unto the said Cedarine 
Allen Company my entire right, title, and interest in and to the said trade-mark for 
furniture polish, and in and to the letters patent therefor aforesaid, the same to be 
held and enjoyed by the said Cedarine Allen Company for its own use and behoof, 
and for the use and behoof of its legal representatives, to the full end of the term for 
which said letters patent are granted, as fully and entirely as the same would have 
been held and enjoyed by me, had this assignment and sale not been made. 

‘In witness whereof, I have hereunto set my hand and affixed my seal at Clin- 
ton, in the county of Oneida, and state of New York, this 24th day of October, 1898. 
“In the presence of M.E. Allen. [L.S.] 

“Katie Smyth. 
“D. W. Allen.” 
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The transfer from George H. Allen to the Cedarine Allen 
Company reads as follows: 

“*Know all men by these presents, that I, George H. Allen, of Clinton, county 
of Oneida, and state of New York, in consideration of the sum of $7,385 to me in 
hand paid, the receipt whereof is hereby acknowledged, and in consideration of the 
assuming of obligations of the business of Cedarine Allen by the Cedarine Allen 
Company, have sold, transferred, assigned, and set over, and hereby do sell, trans- 
fer, assign, and set over unto the Cedarine Allen Company, of Clinton, N. Y., all 
my right, title, and interest in, to, and under all the accounts appearing on my books 
to my credit as Cedarine Allen; also all stock furniture, and machinery now at my 
place of business in Clinton, N. Y., as specified in the schedule hereto annexed and 
made a part hereof; also the good will of the business conducted by me under the 
name of Cedarine Allen, to have and to hold the same unto the said Cedarine Allen 
Company, its successors and assigns, as fully as I would own, hold, and enjoy the 
same, had these presents not been made. 

“In witness whereof, I have hereunto set my hand and seal at Clinton, 
N. Y., this 24th day of October, 1898. Geo. H. Allen. 
“State of New York, County of Oneida—ss.: 

“On this 29th day of October, 1898, before me personally appeared George 
H. Allen, to me known to be the same person who executed the foregoing assign- 
ment, and duly acknowledged that he executed the same. 

*“H. W. Mahan, 
“Notary Public, Oneida County, N. Y.”’ 
I think this trade-mark was effectively transferred to the 
Cedarine Allen Company. The defendant contends the trade- 
mark could not be transferred independently of the business, and 
that its transfer to M. E. Allen, and by her to Cedarine Allen 
Company, George H. Allen transferring the business direct to 
that company for another consideration, carried no interest in or 
ownership of the trade-mark. I think it well settled that the 
assignment of a trade-mark, disconnected from the business and 
good-will with which it has been connected and used, cannot be 
made. Paul on Trade-Marks, par. 97, p. 162, and paragraph 
117, p. 228; Crossman v. Griggs, 186 Mass. 275, 71 N. E. 560; 
Falk v. American West Indies Co., 180 N. Y. 445,'73 N. E. 239, 
1 L. R. A. (N. S.) 704, 105 Am. St. Rep. 778, 2 Ann. Cas. 216; 
Lea v. N. H. S. M. Co. (C. C.) 139 Fed. 732; Bulte v. Igleheart, 
137 Fed. 492, 70 C. C. A. 76; Carroll v. Duluth, ete. (C. C.) 232 
Fed. 675 [Reporter, vol. 6, p. 395]; The Law of Trade-Marks, 
Hazeltine, 218. 
But here, in the manner described, both the trade-mark and 
the business and good-will were transferred to the Cedarine Allen 
Company, and it seems to have been all a part of one transaction 


and that the trade-mark was transferred “in connection with’ 
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the business and the good-will thereof and that such was the intent 
and purpose. The Cedarine Allen Company assumed ownership 
and applied for and obtained a new trade-mark registration, both 
in the United States and in England. When Allen transferred the 
business to the corporation, he passed title to the trade-mark, 
even if he did not lawfully assign it to M. E. Allen. In Congress 
& Empire Spring Co. v. High Rock Congress Spring Co., 45 N. Y. 
291, 6 Am. Rep. 82, it was held that the name “Congress” as a 
valid trade-mark on water of a particular spring passed with the 
purchase of the spring, without any special mention of either the 
good-will or trade-mark. See Kidd v. Johnson, 100 U. S. 617, 
620, 25 1d. 769; Peck Bros. & Co. v. Peck Bros., 113 Fed. 291, 2! 

620, 25 L. Ed. 769; Peck B t: ( Peck B 113 Fed. 291, 298, 
51 C. C. A. 251, 62 L. R. A. 81; Brown Chemical Co. v. Meyer, 139 
U. S. 540, 547, 548, 11 Sup. Ct. 625, 35 L. Ed. 247; Richmond 
Nervine Co. v. Richmond, 159 U. S. 293, 300, 16 Sup. Ct. 30, 40 L. 
Ed. 155. 

April 20, 1905, the Cedarine Allen Company filed an applica- 
tion for the registration of the trade-mark “‘Cedarine,”’ and it was 
registered in the United States August 22, 1905. July 29, 1899, 
the Cedarine Allen Company filed an application in Great Britain 
for the registration of the trade-mark “‘Cedarine,”’ and it was 
registered September 13, 1899, on the applicant filing a disclaimer, 
viz., “No claim is made to the exclusive use of the word ‘Cedar.’ ” 
The statement and declaration for this trade-mark, in the United 
States was as follows: 

“To All Whom It May Concern: 

“Be it known that the Cedarine Allen Company, a corporation duly organized 
under the laws of the state of New York, and located in the village of Clinton, 
county of Oneida, in said state, and doing business in said village and elsewhere, 
has adopted for its use a trade-mark, of which the following is a full, clear, and exact 
description. 

‘The trade-mark consists of the word ‘Cedarine.’ 

“This trade-mark has been continuously used by said corporation and those 
from whom it derived its title since January 1, 1887. 

‘The class of merchandise to which this trade-mark is appropriated is c leaning 
and polishing preparations, and the particular description of goods comprised in 
said class upon which the said trade-mark is used is furniture polish. It is usually 
displayed on cans, kegs, bottles, and other receptacles for containing the goods, 
by placing thereon a printed label on which the described trade-mark is shown, 
although it may be stenciled or printed or otherwise affixed to any receptacle con- 
taining the goods, or it may be placed on tags attached to receptacles containing 


the goods. Cedarine Allen Co., 
*By Geo. H. Allen, Vice-Pres. 
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“Declaration. 
“State of New York, County of Oneida—ss. : 

““E. D. Hunter, being duly sworn, deposes and says that she is the secretary 
and treasurer of the Cedarine Allen Company, the applicant named in the fore- 
going statement; that she believes the foregoing statement is true; that she believes 
said corporation is the owner of the trade-mark sought to be registered; that no 
other person, firm, corporation, or association, to the best of her knowledge and 
belief, has the right to use said trade-mark, either in the identical form or in any 
such near resemblance thereto as might be calculated to deceive; that said trade- 
mark is used by said corporation in commerce among the several states of the 
United States, and particularly between New York and New Jersey and Pennsyl- 
vania, and between the United States and foreign nations, and particularly with the 
Dominion of Canada; and that the description, drawing, and specimens presented 
truly represent the trade-mark sought to be registered. E. D. Hunter. 


“‘Subscribed and sworn to before me, a notary public, this 12th day of May, 
1905. 


a | PR James H. Merwin, 
“Notary Public, Oneida Co., N. Y.”’ 

The Cedarine Allen Company continued business until Sep- 
tember, 1911, when its assets were sold at auction to said George 
H. Allen, and a written transfer was given of the assets, and Decem- 
ber 6, 1911, a formal written transfer of the trade-mark was made 
to complainant. The Cedarine Allen Company then ceased to do 
business and closed it up, but Allen has continued the business and 
the use of the trade-mark. From 1886 down to 1905 no one, ex- 
cept this plaintiff and such corporations, in which Allen was ma- 
jority stockholder, used the word “Cedarine”’ on or in connection 
with furniture polish. 

The complainant, and these corporations with which he was 
connected in business as stockholder and officer, have spent con- 
siderable sums of money, running into thousands of dollars, in 
advertising this Cedarine furniture polish yearly in a great extent 
of territory, some years more and some years less, and have done 
quite a large business in Cedarine, varying in amount from year 
to year. I discover no substantial evidence of intent to abandon 
the trade-mark, and I see no reason to question its validity. The 
word “Cedarine”’ seems to be an arbitrary word. It is not found 
in the dictionary. We have “cedar,” name of a tree, and “cedarn,” 
compound of “cedar” and “‘n”’ for “en”’ meaning “of cedar; made 
of cedar.”” The word “Cedarine” had no meaning until com- 
plainant coined the word and gave it a meaning. Through and by 
the use of it this word came to signify his furniture polish. 

Does the word “O-Cedar”’ infringe? 





ALLEN V. WALKER & GIBSON 503 


In the compound of complainant, forming his “Cedarine Stove 
Polish,’ there can be no substantial doubt that he uses cedar oil 
in small quantities as one of the ingredients. Many witnesses who 
know speak on this subject to the effect that cedar oil is always put 
in. I think the furniture polish would be just as good, and serve 
all the purposes of a furniture polish, if no cedar oil were used in 
compounding it. But this may not be so, and the odor of cedar 
may not be immaterial. 

In law the trade-marks are the same if, when applied to the 
same class and kind of goods, they so clearly resemble each other 
as to deceive the ordinary purchaser, who gives such attention to 
the same as the ordinary purchaser usually gives, and cause such 
purchaser to purchase the one thing, supposing it to be the other. 
It is not necessary that the similarity must be such as to deceive 
and mislead the cautious purchaser. It is sufficient to show the 
similarity is such as to deceive the ordinary and unwary purchaser. 
The evidence in this case shows that, with both “‘Cedarine”’ and 
“Q-Cedar” placed on the market, persons calling for “Cedar- 
ine”’ are given “O-Cedar”’ and told by the seller that it is the same. 
“Cedar” is what gives the name its sound, whether we call for 
“Cedarine” or “O-Cedar.” There is no evidence that the manu- 
facturer of O-Cedar, by its salesmen or otherwise, has instructed or 
authorized those who deal in O-Cedar to pass it off as Cedarine, 
or inform purchasers that it is the same as Cedarine; but it is shown 
that the dealers understood it to be the same, and so inform pur- 
chasers, who accept it for Cedarine. Therefore purchasers get 
O-Cedar when they call for Cedarine, and the complainant loses 
the sale of Cedarine, and his business is injured. 

O-Cedar is made and put on the market by the Channel 
Chemical Company, of Chicago, Ill., and it is evident that com- 
pany is participating more or less in the defense. The defendant 


is a dealer, a seller, and has agents out covering a large part of the 
state of New York, and extends its business into Pennsylvania and 
a part of New England. It is evident that selling this furniture 
polish, made by this complainant, under the name and with the 
trade-mark thereon, “‘Cedarine,”’ brought it into general notoriety 
under that name, and it would quite naturally be known as a cedar 
furniture polish. With this condition existing, for a rival in the 
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business of manufacturing and selling furniture polish to adopt and 
use the name “‘O-Cedar”’ would excite suspicion, to say the least, 
that the intent and purpose was to get as close as possible to the 
name already in use without adopting it absolutely, and appro- 
priate the benefits of the existing name and advertising done and 
some of the established trade. The word “Cedarine”’ is not 
descriptive of the complainant’s goods, nor is “‘O-Cedar”’ descrip- 
tive of the furniture polish sold by the defendant and made by 
Channel Manufacturing Company. The words give no reason- 
ably accurate or distinct knowledge as to the character and com- 
position of either compound. Keasbey et al. v. Brooklyn Chemical 
Works, 142 N. Y. 467, 37 N. E. 476, 40 Am. St. Rep. 623. 

In American L. P. Co. v. Gottlieb & Sons (C. C.) 181 Fed. 
178, *Knox-all” was held to infringe “ Beats-all.”” In Stephano v. 
Satmatopoulos et al. (D. C.) 199 Fed. 451 (Reporter, vol. 3, p. 43}, 
““Radames” was held to infringe “Rameses.”’ In this last case 
Lacombe, C. J., said: 


“The only question is: Will confusion be likely to result from the use of the 
name defendants have chosen?” 


He then referred to the fact that both words are pronounced 
with the emphasis on the first syllable and said: 


**Assuming that a person, even of average intelligence, who has smoked a 
cigarette given him by a friend and found it pleasing, is informed that it is the 
‘Ram’-es-es’ brand, it seems a not unreasonable supposition that he might accept 
from a dealer a box which he is assured is of the ‘ Rad’-am-es’ brand, believing it to 
be the same. To me, at least, this seems so likely to occur that infringement of 
complainants’ trade-mark seems obvious.” 

Here consumers have used “‘Cedarine”’ furniture polish, and 
are pleased with it, and desire to purchase it, and call for it. They 
are given “Q-Cedar.” ‘“‘Cedar’ is the controlling word, as the 
name strikes the eye in both names when seen, as it is when it 
strikes the ear when pronounced. It seems to me very clear that 
confusion is not only liable to arise, but would arise. It is self- 
evident. Take the first case cited “ Knox-all’’ versus “ Beats-all.”’ 
The general idea is the same, although there is no similarity in sound 
and appearance between “‘knox”’ and “beats,” and Judge Learned 


Hand said: 
“*The second and third objections I shall consider together. I have no diffi- 


culty in finding that the phrase ‘ Knox-all’ is an infringement of the phrase ‘ Beats- 
all.’ There is no such limitation as the defendant puts upon the infringement of a 
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trade-mark; 7. e., that the similarity must go only to the eye and ear. The ques- 
tion cannot be treated in any such technical manner, for always the substantial 
question is whether the defendant is likely to steal the complainant’s trade by the 
use of the trade-mark in question. I am quite satisfied in this case that there is 
such similarity between the two phrases as would readily lead in the mind of cus- 
tomers to confusion; a case in point is the infringement of ‘Keepclean’ by ‘Sta- 
Kleen.’ Florence Manufacturing Company v. J. C. Dowd & Co. (C. C. A.) 178 
Fed. 73. There are many other decisions in the books which show that it is not 
alone similarity to the ear or eye which constitutes infringement.” 


In Northwestern C. M. Co. v. Mauser & Cressman (C. C.) 162 
Fed. 1004, “Ceresota’”’ was held to infringe “Cressota.”” In 
Stamford, ete., v. Thatcher, ete. (D. C.) 200 Fed. 324 [Reporter, 


vol. 3, p. 49], ““Messmate” was held to infringe “Shipmate.” 


There is no similarity in either appearance or sound between “ship” 


and ‘“‘mess,” but the controlling word in the name is “mate,” as 
here it is “cedar.” In Elliott Varnish Co. v. Sears, Roebuck & Co. 
(D. C.) 221 Fed. 797 [Reporter, vol. 5, p. 306], “Roof Leak”’ is 
held to be infringed by “* Never Leak.” In this case the idea con- 
veyed is not the same, but “leak” is the controlling word, as there 
is no similarity in appearance or sound between “roof” and “ never.” 
“Cottoleo” was held to infringe “Cottolene” in N. K. Fair- 
banks Co. v. Central L. Co. (C. C.) 64 Fed. 133, as applied to a sub- 
stitute for lard; “‘“Chefolene’’ was held to infringe “Cottolene,” 
as applied to such substitute, in N. K. Fairbanks Co. v. Ogden 
Packing & Provision Co. (D. C.) 220 Fed. 1002 [Reporter, vol. 
5, p. 167]. In Lambert Pharmacal Co. v. Bolton Corporation (D. C.) 
219 Fed. 325 [Reporter, vol. 5, p. 38], “Listogen” is held to in- 
fringe “Listerine’’; and in W. A. Gaines & Co. v. Turner-Looker, 
204 Fed. 553, 123 C. C. A. 79 [Reporter, vol. 3, p. 311], the words 
“Golden Heritage” are held to infringe the word “Hermitage.” 
Many other cases might be cited, showing clearly that under the 
authorities “‘O-Cedar”’ is a clear infringement of “‘Cedarine.” 
The defendant urges the defense of laches, and also claims that 
the complainant patented his furniture varnish and gave to it this 
name “Cedarine,” by which the patented article came to be 
generally and universally known; that the patent expired prior to 
the commencement of this action, and that the name and trade- 
mark went with the patented compound, to which the name was 
applied, to the public. The complainant contends that his state- 
ment, made by him at one time, to the effect that he “invented” 
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the furniture. polish which he had put on the market, and had sold 
and was selling as “‘Cedarine,”’ and to which he had given that 
name, was a mistake or error made in the zeal of advertising, and 
that in fact his patented compound was not his “‘Cedarine,” but 
a different compound or composition, and that “‘Cedarine”’ was 
never patented. In 1900 the complainant put out an advertising 
pamphlet, called “‘“A Commercial Pilgrim, or Around the World 
with Cedarine Allen.” It contains over 115 pages of printed mat- 
ter copiously illustrated, and is filled with extravagant and untrue 
statements, not intended or calculated to deceive, however, but 
evidently designed to attract attention to Allen and to his furni- 
ture polish. This pamphlet contains the following: 


“This need of money to the party interested is always felt to be a nuisance, 
but it’s a good thing. It was the connecting link in my case that brought together 
a world’s need and its remedy. 

**Needing the money most urgently, and my job not satisfying the need, I in- 
vented Cedarine furniture polish which was what the world was groping in darkness 
for, and didn’t know it. 

“Ordinarily it would be a piece of egotism for a man to write in such a strain 
astheabove. But whatcanafellowdo? There’s the world’s need, there’s Cedarine 
furniture polish, and I invented it. But I don’t want to boast. I merely want to 
state the simple facts. 

**T know that a sweet modesty should permeate my being, and that I should 
clothe myself in all humility, when I consider that the inspiration of Cedarine furni- 
ture polish came to me (and that I got it patented). It might have come to some 
one else. * * * 

‘*From the coasts of Maine to the Keys of Florida, from Puget Sound to 
Mexico, and in all the land between, furniture dealers to whom I had intrusted the 
vending of the precious stuff (I sold it to them at a stipulated price per gross) 
came to know it and to know me. * * * 

“But in later life, as I traveled up and down the land, calling upon the trade 
and speaking in gentle praise of my Cedarine furniture polish, they got to calling 
me ‘Cedarine—Cedarine Allen.” I’ve often wondered why.” 


Prior to this, and May 21, 1889, Allen had applied for and 
obtained letters patent No. 403,715, with a single claim, viz.: 


“The herein described composition of matter to be used for furniture polish, 
consisting of oil of cedar, linseed oil, and turpentine in substantially the propor- 
tions specified.” 


Originally in the specifications Allen stated that his appli- 
cation was for the combination of the aromatic oil of cedar with a 


suitable vehicle to render the compound aromatic and serve as a 
moth preventive. Such a claim was rejected, and the patent was 
cut down and limited to the claim above quoted. The compound 
or composition actually made and sold by Allen is not linseed oil, 
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but a petroleum product, and that which Allen has put up, com- 
pounded, and sold for years, and since the patent issued, as and 
under the name of “Cedarine,” is not the patented article or com- 
pound. In short, even if Allen intended, at the time of obtaining 
his patent and registering his trade-mark, to make and sell the 
patented composition of matter as “‘Cedarine,” he never did, and 
the name “Cedarine” became attached to a different product or 
composition. For this reason I am of the opinion this trade-mark 
did not go to the public with the expiration of the patent on a 
composition of matter to which the name never in fact attached. 
There is no evidence that the patented compound was ever manu- 
factured and put on the market, to any extent at least, and several 
witnesses testified it was not. True, the patent issued May 21, 
1887, No. 403,715, and the registration of the trade-mark was 
effected June 26, 1887, and the statement in the pamphlet quoted 
was made and published to the world in 1900, about three years 
later; but Allen was not then making or selling the patented article, 
but the compound to which the name “Cedarine”’ actually at- 
tached. I donot think Allen can be or should be concluded by that 
random statement in the pamphlet under such circumstances. It 
does not appear that Allen ever marked the ‘‘Cedarine” actually 
put on the market and sold as such “ Patented,” or claimed that it 
was patented, except once, as set forth in the pamphlet. This 
case is not, therefore, like or within Horlick’s Food Co. v. Elgin 
Milkine Co., 120 Fed. 264, 56 C. C. A. 544, or Yale & Towne Mfg. 
Co. v. Ford, 203 Fed. 707, 122 C. C. A. 12 [Reporter, vol. 3, p. 
205], where it was held: 

‘“Where the maker of a patented article marked it as patented, and also 
designated it by an arbitrary name by which it became known to the public, on the 
expiration of the patent other manufacturers, having the right to make the article, 
had also the right to use the name, provided they took proper care to prevent their 
product from being confused with that of the original maker.” 

There can be no quarrel with the well-established principle 
that where a person invents a machine or a composition of matter, 
and makes it and puts it on the market, marked “ Patented,” and 
attaches thereto a trade-name, and goes to the extent of registering 
this name as his trade-mark, and it is used solely for that patented 


article or composition, and the name becomes inseparably con- 
nected with such patented thing, so as to indicate a patented arti- 
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cle or thing, on the expiration of the patent it becomes public 
property, and the public may also use the name in connection with 
that article, which it is free to make and sell. But here the com- 
plainant, so far as appears, and there is substantial evidence he 
did not, did not make or sell his patented composition, but another, 
which was not marked or claimed to be patented (except in the 
single case of the pamphlet), and hence the trade-mark never be- 
came associated with the patented composition. 
In the Yale Case, supra, the court said: 


“To us it is clear the commercial value of a patent is the creation of a public 
desire for its product. And if the invention is such that its product has acquired a 
distinctive name, then the public, when its time of enjoyment comes, cannot enjoy 
to the full the freed invention, unless coupled thereto is the right to use the name by 
which alone the invented article is known. Nor is there injustice in this, for, when 
the real situation is analyzed, it will be seen that by enjoying the monopoly of his 
patent for a series of years the patentee impliedly agrees, as maker and seller of the 
invented article, that, when his patent expires, he will not only surrender to the 
public the mechanical right to duplicate the article, but also the distinctive name the 
public has appropriated to the patented article; for it is apparent that the public 
cannot use the invention to the full without having the incidental right to vend its 
product by the distinctive name which the public has given it. In other words, 
taking this case, the public cannot now enjoy an untrammeled right to make the 
Triplex block of the 17-year monopoly, unless it has the incidental right of saying 
we now make and sell a Triplex block. Any other construction would make the 
patent a mere incident to trade-names, and would nullify the basis which alone 
justifies the grant of patented rights, namely, the right, on the expiration of the 
patent, to the full commercial use of the freed invention.” 


In the Horlick Case, supra, the headnote is: 


“Where the manufacturer of an article, to which he gave a name, by which 
it became known, placed upon the packages in which it was sold to the public a 
notice in the usual form that the article was made under a patent, the right to the 
exclusive use of the name as a trade-name expires with the expiration of the patent, 
whether the article was in fact made in accordance with the patent or not.” 


In Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 16 Sup. 
Ct. 1002, 41 L. Ed. 118, the holding is: 


**Where, during the life of a monopoly created by a patent, a name, whether 
it be arbitrary or be that of the inventor, has become, by his consent either express 
or tacit, the identifying and generic name of the thing patented, this name passes 
to the public with the cessation of the monopoly which the patent created. Where 
another avails himself of this public dedication to make the machine and use the 
generic designation, he can do so in all forms, with the fullest liberty, by affixing 
such name to the machines, by referring to it in advertisements, and by other 
means, subject, however, to the condition that the name must be so used as not to 
deprive others of their rights, or to deceive the public, and therefore that the name 
must be accompanied with such indications that the thing manufactured is the 
work of the one making it as will unmistakably inform the public of that fact.” 
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In Merriam Co. v. Syndicate Publishing Co., 237 U. S. 618, 
622, 35 Sup. Ct. 708, 709 [Reporter, vol. 5, p. 261], this is ap- 
proved, and the court held: 

** As is the case with patents, so after the expiration of copyright securing the 
exclusive right of publication, the further use of the name by which the publication 
was known and sold cannot be acquired by registration as a trade-mark. Merriam 
v. Holloway Co. (C. C.|, 43 Fed. 450, approved. And see Singer Manufacturing Co. 
v. June, 163 U.S. 169.” 

I cannot doubt that Allen, at the time he first registered his 
trade-mark “‘Cedarine,” had it in mind to apply the name to his 
patented composition, furniture polish; but he did not manufac- 
ture and sell, or put on the market, that patented composition, 
furniture polish, but another, not patented, and one which he did 
not mark or represent as patented (except in the one instance 
fully referred to), and to this other composition, not patented, he 
actually and consistently applied the name “Cedarine,”’ and it was 
to this other composition that reference was made at the time the 
registration of the second trade-mark, “Cedarine,” was applied for 
and made. The name or trade-mark “‘Cedarine” never became 
attached to or connected or associated with the patented article. 
Hence it did not pass to the public on the expiration of complain- 
ant’s patent. 

The defense of laches presents greater equities. There is 
some evidence that the name “O-Cedar’’, applied to furniture 
polish, was used as early as 1908, and since that time it has been on 
the market to some extent. One witness said O-Cedar was sold 
in Chicago or that vicinity in 1910. March 11, 1912, the Channel 
Chemical Company applied for registration of the name “O-Cedar”’ 
as its trade-mark for its furniture polish. It was not registered 
until August 18, 1914, as registration was twice refused by the 
officials of the United States on account of the prior registration 
and use of the name ‘“Cedarine,” holding that ‘“O-Cedar’ and 
“‘Cedarine”’ were so similar as to be likely to lead to confusion, and 
also because “‘O-Cedar” was descriptive. These rejections took 
place April 1, 1912, when the examiner said, “Applicant’s mark 
so closely resembles the registered trade-mark’’—referring to 
“Cedarine’”—‘‘as to be apt to cause confusion in the trade,” 
which was a proper conclusion, and May 21, 1913, when the rejec- 


tion was made final. Thereupon counsel (not the facts) was 
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changed, whereupon the decision was reversed, and the word 
“OQ-Cedar” was held not descriptive (and it is not) and that as 
the office had held that “‘Lax-o-cap” is not similar to “Laxo,” 
while it is, and that “Chola-sol” is not similar to “‘Chologen,” 
it would hold, which it did after some two years’ consideration 
and a change of lawyer, on the same facts, that “O-Cedar”’ is not 
so similar to “‘Cedarine”’ as to cause confusion. Actual experience 
has proven, however, that the similarity is so great that the one is 
sold quite generally for the other and accepted as the same. 

It is urged that complainant has not applied tocancel the regis- 
tration of ““O-Cedar” and that he did not oppose registration. It 
is not shown that the complainant had any information of this 
application for the registration of “O-Cedar.” The complainant 
also has the right to appeal to the courts, but he delayed a con- 
siderable time after he must have known that ‘O-Cedar” furniture 
polish was on the market under that name in competition with 
“Cedarine” furniture polish. If Allen, engaged as he was in 
manufacturing, advertising, and selling his furniture polish, “Cedar- 
ine,” had knowledge for years that Channel Manufacturing Com- 
pany was manufacturing, advertising, and selling O-Cedar furni- 
ture polish under that name, in competition with Cedarine, and 
expending considerable sums of money in building up the trade, 
and has not objected or protested until by this suit against a dealer, 
it would seem inequitable, after the business and trade in O-Cedar 
has been thus built up at large expense and made a success, to 
interfere by injunction and destroy the business thus established. 
But I find no substantial or convincing testimony that Allen has 
improperly or negligently “slept upon his rights’ since actual 
knowledge of the infringement of his trade-mark came to him. 
The defendants, Walker & Gibson, commenced purchasing and 
selling O-Cedar polish December 11, 1913, and this suit was com- 
menced within two years thereafter. The extent of the business of 
Channel Manufacturing Company does not clearly appear, and when 
knowledge of it first actually came to Allen does not appear at all. 

In Menendez v. Holt, 128 U.S. 523, 524, 9 Sup. Ct. 143, 145 (32 
L. Ed. 526), the Supreme Court, per Mr. Justice Fuller, thus states 
the law as to laches as applied to the infringement of a trade-mark 
or trade-name: 
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“The intentional use of another's trade-mark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed of by affirma- 
tive action to put a stop toit. Persistence then in the use is not innocent; and the 
wrong is a continuing one, demanding restraint by judicial interposition when 
properly invoked. Mere delay or acquiescence cannot defeat the remedy by in- 
junction in support of the legal right, unless it has been continued so long and under 
such circumstances as to defeat the right itself. Hence, upon an application to 
stay waste, relief will not be refused on the ground that, as the defendant had been 
allowed to cut down half of the trees upon the complainant’s land, he had acquired, 
by that negligence, the right to cut down the remainder (Attorney General v. East- 
lake, 11 Hare, 205); nor will the issue of an injunction against the infringement of a 
trade-mark be denied on the ground that mere procrastination in seeking redress 
for depredations had deprived the true proprietor of his legal right (Fullwood v. 
Fullwood, 9 Ch. D. 176). Acquiescence to avail must be such as to create a new 
right in the defendant. Rodgers v. Nowill,3 De G., M. & G. 614. Where consent 
by the owner to the use of his trade-mark by another is to be inferred from his 
knowledge and silence merely, ‘it lasts no longer than the silence from which it 
springs; it is, in reality, no more than a revocable license.’ Duer, J., Amoskeag 
Mfg. Co. v. Spear, 4 N. Y. Super. Ct. 599; Julian v. Hoosier Drill Co., 78 Ind. 408; 
Taylor v. Carpenter, 3 Story, 458 [Fed. Cas. No. 13,784]; s. c., 2 Woodb. & M. [1 
Fed. Cas. No. 13,785]. So far as the act complained of is completed, acquiescence 
may defeat the remedy on the principle applicable when action is taken on the 
strength of encouragement to do it; but, so far as the act is in progress and lies in 
the future, the right to the intervention of equity is not generally lost by previous 
delay, in respect to which the elements of an estoppel could rarely arise. At the 
same time, as it is in the exercise of discretionary jurisdiction that the doctrine of 
reasonable diligence is applied, and those who seek equity must do it, a court might 
hesitate as to the measure of relief, where the use, by others, for a long period, under 
assumed permission of the owner, had largely enhanced the reputation of a par- 
ticular brand.” 


In Layton Pure Food Co. v. Church & Dwight Co., 182 Fed. 24, 
104 C. C. A. 464, the circuit court of appeals, eighth circuit, held 
that the infringement of a common-law trade-mark is a continuing 
trespass upon the rights and property of the owner. Also: 

“The owner of a trade-mark is not chargeable with laches for a failure to prose- 
cute an infringer before he knows or has such notice as would lead an ordinarily 
prudent person to inquire and learn the existence of the infringement. It is not his 
duty to search out and discover it because the presumption is that parties will abide 
by the law and respect his rights.”’ 

This is also held in Sazlehner v. Eisner & Mendelson Co., 179 
U.S. 19, 39, 21 Sup. Ct. 7, 45 L. Ed. 60. 

In McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828, there had 
been a delay of some 20 years in instituting proceedings, but the 
court said: 

““Equity courts will not, in general, refuse an injunction on account of delay 


in seeking relief, when the proof of infringement is clear, even though the delay 
may be such as to preclude the party from any right to an account for past profits. 


So in that case, while an injunction was granted, an accounting 
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was refused. This case was cited and approved in 179 U. S. 19, 
supra. In Bissell Chilled Plow Works v. T. M. Bissell Plow Co. 
(C. C.) 121 Fed. 357, 375, after referring to McLean v. Fleming, 
supra, and Menendez v. Holt, supra, the court said: 

“Simple laches, without more, which is the case here, is not sufficient to inter- 
fere with a complainant’s right to injunctive relief, though it may affect his right 
to damages for past infringement.” 

If a party should register a trade-mark and for several years 
allow another to use on the same class of goods competing with 
his, if made, a name so like his as to show clear infringement of 
such trade-mark, and make no objection or protest, having full 
opportunity so to do, and knowingly permit such other to expend 
large sums of money in advertising and exploiting his goods under 
such name, he neither making nor selling his goods to which the 
trade-mark name was applied by him, and hence not use the trade- 
mark, we would have a case for finding abandonment of such 
trade-mark, or, at least, such laches as would bar injunctive relief. 
But here we do not have proof of facts showing abandonment or 
fraudulent conduct on the part of Allen in any way affecting or 
misleading the defendant or the Channel Manufacturing Company. 
It is a serious thing to interfere with business by injunction, and 
ought not to be done when the case is doubtful; but courts must 
not hesitate when a clear case is presented. 

The defendant here has energetically and vehemently at- 
tacked Allen, the complainant, for his conduct in connection with 
the corporations with which he was connected and before referred 
to; but there is no evidence that any creditor of those corporations 
or any stockholder has complained of his acts at any time or in any 
manner. The acts of Allen complained of and denounced by the 
defendant in no way affected the defendant or the Channel Manu- 
facturing Company. Such acts had nothing to do with inducing 
the said Channel Company to adopt and use the name “‘O-Cedar,” 
or expend money in exploiting its product. The evidence and 
exhibits show that Allen is a unique character, a man who does 
things in a manner peculiarly his own, and he has word-pictured 
himself as ‘“‘a man of many schemes’”’; but I fail to find he was dis- 
honest, or that his ““many schemes” were designed to cheat or 
defraud any one. He was “scheming” to get his “‘Cedarine’”’ on 
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the market and sell it. Iam inclined to think he overdid the mat- 
ter (examine Plaintiff’s Exhibit 25, ““A Commercial Pilgrim,” and 
its illustrations), and that people, and even dealers, took him, 
in many instances, as a joke, and his “Cedarine” and advertising 
in the same way; but all this is no excuse or justification for the 
defendant or the Channel Manufacturing Company, if the com- 
plainant’s trade-mark be valid. It has not induced their conduct 
in any degree or manner, unless it be that the Channel Manufac- 
turing Company, finding Cedarine on the market as a furniture 
polish and extensively advertised, conceived the idea of also put- 
ting ““O-Cedar” on the market in competition. 

It has been urged that the disclaimer of the word “Cedar” 
alone by Allen in the British Patent Office, when he applied there 
for registration of “‘Cedarine,” and as a condition of securing 
such registration in Great Britain, operated and operates as a 
disclaimer everywhere and in the United States. But the 
trade-mark is “Cedarine,” an arbitrary word, and not “Cedar.” 
No such disclaimer was requested or required by the United States 
Patent Office, and the proceedings there show nothing of the kind. 
I am at a loss to understand why a compliance with the laws, rules, 
and regulations of the kingdom of Great Britain in securing regis- 
tration of a trade-mark there operates to limit or destroy the 
rights secured by registration of a trade-mark in the United States, 
even though it be the same. Great Britain, in registering trade 
marks, may limit and restrict their scope and effect as she sees fit, 
and the United States may do the same. 

On the argument defendant’s counsel cited and referred to 
Holzapfels Co. v. Rahtjens Co., 183 U.S. 1, 22 Sup. Ct. 6, 46 L. Ed. 
49. That case does not hold that where a citizen of the United 
States applies for and obtains in England the registration of a 
designated trade-mark, and in order to obtain it disclaims the 
exclusive right to the use of a certain word or certain words forming 
a part of the trade-mark claimed and applied for, and also applies 
for registration of the trade-mark in the United States for which 
he asked registration originally in England, and obtains regis- 
tration of the trade-mark applied for in the United States, without 
making any disclaimer, that the latter registration granted and 
made in the United States is either void or no broader than the 
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British registration. What it does hold is stated in the headnotes 
thus: 


“This was a controversy relating to a trade-mark for protective paint for 
ships’ bottoms. The court held: (1) That no valid trade-mark was proved on 
the part of the Rahtjens Company in connection with paint sent from Germany to 
their agents in the United States, prior to 1873, when they procured a patent in 
England for their composition; (2) that no right to a trade-mark which includes the 
word, ‘patent,’ and which describes the article as ‘patented,’ can arise when there 
has been no patent; (3) that a symbol or label claimed as a trade-mark, so consti- 
tuted or worded as to make or contain a distinct assertion which is false, will not 
be recognized, and no right to its exclusive use can be maintained; (4) that of neces- 
sity, when the right to manufacture became public, the right to use the only word 
descriptive of the article manufactured became public also; (5) that no right to the 
exclusive use in the United States of the words ‘Rahtjen’s Compositions’ has been 
shown.” 


On the subject of disclaimer the assignee in the United States 
was held bound by the disclaimer made by his assignor in England. 
In other words, the rights of the assignee were no greater than those 
of his assignor. As to the one trade-mark, it was held void, for the 
reason it had been applied to a patented article, and the right 
thereto had expired with the patent and became public property; 
and as to the other, that the assignee was bound in the United 
States by the disclaimer made by the assignor in England. Judge 
Peckham, in giving the opinion of the court, said: 


“The respondent claims the right to use these words by virtue of assignments 
from the Messrs. Rahtjen and also Suter, Hartmann & Co. in England, and also 
by virtue of a domestic trade-mark which it or its predecessors had acquired from 
user and registration in the United States. The rights of Suter, Hartmann & Co. 
to the exclusive use of these words had been disclaimed by them in 1883, long before 
any assignment of their rights to the respondent, and we do not see why that dis- 
claimer should be confined to England. It was a general disclaimer of any right 
whatever to the exclusive use of these words, and it was only upon the filing of that 
disclaimer that they obtained the trade-mark which they did in England. The 
disclaimer, however, was as broad as it could be made. When they assigned their 
rights, the assignment did not include a right to an exclusive use which, in order to 
obtain the trade-mark registration, they had already disclaimed. The assignment 
of the Rahtjen firm could not convey the exclusive right to the use of such words, 
because they had no valid trade-mark in those words prior to 1873, and by the 
expiration of the English patent in 1880 the right to that use had become public. 
These various assignors, therefore, did not convey by their assignment a right to the 
exclusive use of the words in the United States. The domestic trade-mark, which 
the respondent also claims gives it that right, was not used until after the sale of 
the composition by the petitioner in the United States under the name of ‘ Raht- 
jen’s Composition, Holzapfel’s Manufacture.’ We think the principle which pro- 
hibits the right to the exclusive use of a name descriptive of the article after the 
expiration of a patent covering its manufacture applies here.” 


It is urged that Allen should not maintain this suit, for the 
reason he does not come into court with clean hands. He who 
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seeks equity must do equity; but this has reference to the matters 
with which the court is dealing and the parties are concerned. 
The contention, on the facts, may be summarized in this way: 
It is claimed Allen on his own statement was guilty of sharp 
practice in obtaining title to this trade-mark after once parting 
with it, and did not pay therefor and for the business with which 
it was connected adequate consideration, and that his label con- 
tains one or more misrepresentations calculated to deceive the 
public. Attention has been called to the transfers referred to. 
The label on the bottles contain the following: 

“4 fluid Oz. CEDARINE Piano & Furniture Polish, the finest preparation in 
the world for cleaning and renewing all kinds of finished woods. It removes grease, 
scratches, fly-specks, mars, finger marks and is an excellent preventive against moth. 
Price 25 cts. Cedarine Co., Clinton, N. Y., Sole Manufacturers. Trade-Mark 


registered June 7, 1887. Reasons why CEDARINE should be used in preference 
to any other polish: 


““Ist.—It is manufactured from cedar trees and other compounds used to 
produce the polish on the finest pianos and furniture. 

*“2nd.—The cedar odor permeates the woolen goods in the rooms where it is 
used, thus serving as an excellent moth preventive. 


**3rd.—There can positively no harm come to your furniture by its use. On 
the contrary, from its very nature it is calculated to renew and preserve the original 
finish of all articles on which it is used.”’ 

I do not know why the odor of cedar will not permeate woolen 
fabrics. It was not proved that it will not. The statement that 
it “‘is an excellent preventive against moth,” and that, permeating 


woolen fabrics, it is “thus serving as an excellent moth preventive,” 
may be true and may be incorrect. The evidence will not justify 
a finding that the statements are false. In his application for 
letters patent as amended Allen said: 


“In carrying out my invention, I combine with the aromatic oil of cedar, or a 
compound or extract made from cedar wood or boughs, a suitable vehicle consisting 
of linseed oil and turpentine to render the compound aromatic and serve as a moth 
preventive. 

‘“*T prefer to use a vehicle consisting of ten parts of linseed oil, ten parts of 
turpentine, and two parts of alcohol, to which one part of the oil of cedar is added to 
give the aromatic flavor to the compound, the whole being thoroughly mixed by 
agitation. * * * 

‘*T have found by practical use of the herein described polish that it thoroughly 
and quickly cleanses furniture, pianos, etc., restores the original lustre or color to 
the article treated, and imparts to the furniture an aromatic flavor which acts as an 
effective moth preventive.” 


Oi this the examiner said: 


“By reference to page 360 of Beasley’s Druggists’ Ret Book, 1857, applicant 
will find that to the ordinary furniture polish he adds as an insecticide the most 
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common agent known ‘as a moth preventive.’ The first serves simply as a vehicle 
(as shown on page 529 of the 14th Ed. U.S. Disp. and page 292, Griffith’s For- 
mulary), but neither aids, assists, nor modifies the insecticide; that is, the new 
mixture has neither value nor usefulness beyond the obvious addition of the values 
of the simples employed, and the changes made give only the most obvious results 
from the known qualities of the matter employed, which is but colorable and at the 
most exhibits but ordinary skill and judgment.” 


Reply was made by Allen’s attorneys July 26, 1887, containing 
the following: 


“Applicant admits that the aroma or scent of cedar directly from the wood has 
been used as a moth preventive, but he is not aware that when used in that manner 
it amounts to an insecticide, but in the form in which we prepare and apply the 
cedar it would.” 

Thus the whole matter was called to the attention of the 
patent office, and that office conceded that oil of cedar is an in- 
secticide, and finally, it seems, to be a “moth preventive.” I do 


not see that Allen can be charged with fraud or misrepresentation, 
even if it be true that the odor of oil of cedar will not permeate 
woolen goods or act as a moth preventive. If, as the patent office 
examiner conceded, it is an “‘insecticide,” is would seem to be a 
legitimate conclusion that it is a ““moth preventive.” It may be 


outside the record, but our great-grandmothers, our grandmothers, 
and our mothers have used cedar for this purpose, and those living 
still pack our woolen clothing in cedar boughs to “‘keep out the 
moths.” Iam not willing to charge Allen with fraudulent conduct 
in stating that oil of cedar is a moth preventive and that its odor 
will permeate woolen clothing, or that the oil of cedar is derived 
from cedar trees. 

On the label on a bottle of O-Cedar I find the following: 
“Kills all germs. Excellent for dusting.”” This exhibit was 
purchased on the market at Herkimer, N. Y., April 12, 1916. 
I think it safe to assert that a mixture which “kills all germs”’ will 
act as a “moth preventive.” Even if the Channel Company has 
abandoned the use of this statement, it is convincing that it once 
believed its truth, or intended to deceive if it knew it would not 
“kill all germs.”’ It has been said and held many times that a 
court of equity should not and will not pronounce a judgment or 
decree which will secure to another the exclusive right to deceive 
and defraud another or others by false representations and state- 
ments, and so it was held, as we have seen, that a trade-mark 
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applied or to be applied to an article, which mark contained the 
false, and therefore fraudulent, statement that the article is “ pat- 
ented,’ when it was not, would not be registered, or, if registered, 
would be held void. But here there is no pretense of any false 
statement or representation in the trade-mark “‘Cedarine.” 

I think complainant’s trade-mark valid and infringed by 
defendant in selling ““O-Cedar,” the same kind and class of goods, 
used for the same purpose; but it seems to me that defendant ought 
not to be put to the expense of an accounting. Their sales have 
been small, and they were not notified of the alleged infringement, 
or that infringement was claimed, until suit was brought. Walker 
& Gibson have been selling the two polishes, “‘Cedarine” and “‘O- 
Cedar,” side by side, for some two years, and it would seem com- 
plainant ought to have known the fact. No request to desist was 
made and no warning given. There is no evidence that the de- 
fendant has sold “O-Cedar” as and for “‘Cedarine,” or made any 
misrepresentations. 

The recent cases of Hamilton Shoe Co. v. Wolf Bros., 240 U.S. 
251, 36 Sup. Ct. 269 [Reporter, vol. 6, p. 169], which holds that 
“American Lady” infringes ““The American Girl,” and is to that 


extent in point, and Hanover Star Milling Co. v. Metcalf, 240 U.S. 
403, 36 Sup. Ct. 357, 60 [Reporter, vol. 6, p. 149], while instructive 
on the subject of trade-marks, are not, further than indicated, in 
point. 


There will be a decree in favor of the complainant for an in- 
junction, with costs. 
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CusHMAN & Denison Mra. Co. v. L. F. Grammes & Sons 
(234 Fed. Rep. 949) 


United States District Court 


Eastern District of Pennsylvania, June 2, 1916 


1. Unrarr Competition—AccountTinc—Ewuity Rute 63. 

Rule 63 requiring the accounting party to state an account, calls only for 
results and not for the evidence upon which the account is based. The ac- 
counting party cannot be required to incorporate in his account evidence or 
sources of evidence from which a different account might be stated. The 
adverse party may, if he chooses, go into such an inquiry in accordance with 
the ordinary rules of evidence. 

2. Unrark COMPETITION—ACCOUNTING—EVIDENCE. 

The accounting party need not furnish to his adversary the names and 
addresses of his customers. If such names and addresses are necessarily 
disclosed as incident to the admission of evidence properly required, such dis- 
closure would be unavoidable. 


In Equity. On questions certified by master. Ruling of the 
master affirmed. 

For an earlier decision in a similar proceeding in this case, 
see 5 Trade-Mark Rep. 479. For proceedings on the coming in 
of the masters report, see post p. 522. 


Oswald M. Milligan, of Philadelphia, Pa., and George W. 
Tucker, Jr., of New York City, for plaintiff. 

George K. Helbert and Fenton & Blount, both of Philadelphia, 
Pa., for defendants. 


Dickinson, District Judge: It is apparent that rather fine 
lines are being drawn in the conduct of this case. Perhaps this 
is unavoidable because of the character of the real questions in- 
volved. Broadly stated, the controversy grows out of these respec- 
tive positions assumed by the parties. The plaintiff, with a decree 
in its favor for an accounting, denies the correctness of the account 
stated by defendants. Behind the demand made by plaintiff, 
there is the implied averment that defendants have returned a 
less volume of sales than actually made. If defendants dis- 
close the names and addresses of the customers to whom sales 
were made, the discrepancy between sales admitted and sales 
made would appear and defendants can be charged with what 
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they have actually received. Hence the demand for an in- 
spection of defendants’ books. Defendants, on the other 
hand, flatly charge plaintiff with seeking to get the names and 
addresses of defendants’ customers from no other motive than 
commercial rivalry. It is apparent that each is asserting a right. 
The plaintiff has the right to all admissible evidence of sales made 
by defendants of the articles, the sale of which belonged to plain- 
tiff. Defendants have the right to protect their own business from 
encroachment and from rival espionage. Which of the parties is 
lawfully in possession of the part of the field where these rights 
overlap is obviously to be determined by the trial judge in the 
exercise of a necessary discretion committed to him. The exercise 
of this discretion is governed by the finding of a fact which only 
the trial judge can find. If a question were asked the answer to 
which would disclose trade information of value only to a compet- 
itor, the situation would evoke the proper ruling. If, on the 
other hand, evidence necessary to a finding of the proper sum to 
be awarded was sought to be elicited, an incidental and unavoid- 
able disclosure of business dealings, otherwise uncalled for, would 
not justify its exclusion. The master has shown himself to have a 
proper appreciation of this line of demarcation, and we do not 
feel called upon by anything disclosed by this record to interfere 
with the exercise of his discretion. Indeed all that is necessary to 
be said has already been said in (D. C.) 225 Fed. 883 [Reporter, 
vol. 5, p. 479]. With no thought in mind of prejudging the rights 
of either party, but merely to emphasize the distinction attempted 
to be before indicated, certain points may be recapitulated. 

1. Rule 63 (198 Fed. xxxvii, 115 C. C. A. xxxvii) relates 
wholly to an accounting. Its purpose is to facilitate this by 
requiring the party called upon to account to state one. It deals 
only with results and not with the evidence from which fact con- 
clusions on which to base a statement of account might be drawn. 
In form it is required to be a “debtor and creditor” account. If it 
is satisfactory to the other party, the accounting is done. 
Such other party, however, is not bound to accept it. If it 
is not satisfactory, the accounting facts may be developed in the 
way pointed out by the rule. 


2. Rule 63 clearly supplies no sanction for a demand upon the 





| 
| 
| 








518 SIX TRADE-MARK REPORTER 


CusHMAN & Denison Mra. Co. v. L. F. Grammes & Sons 
(234 Fed. Rep. 949) 


United States District Court 


Eastern District of Pennsylvania, June 2, 1916 


1. Unrarr Competition—Accountinc—Ewuity Rute 63. 

Rule 63 requiring the accounting party to state an account, calls only for 
results and not for the evidence upon which the account is based. The ac- 
counting party cannot be required to incorporate in his account evidence or 
sources of evidence from which a different account might be stated. The 
adverse party may, if he chooses, go into such an inquiry in accordance with 
the ordinary rules of evidence. 

2. Unratr CoMPETITION—ACCOUNTING—EVIDENCE. 

The accounting party need not furnish to his adversary the names and 
addresses of his customers. If such names and addresses are necessarily 
disclosed as incident to the admission of evidence properly required, such dis- 
closure would be unavoidable. 


In Equity. On questions certified by master. Ruling of the 
master affirmed. 

For an earlier decision in a similar proceeding in this case, 
see 5 Trade-Mark Rep. 479. For proceedings on the coming in 
of the masters report, see post p. 522. 


Oswald M. Milligan, of Philadelphia, Pa., and George W. 
Tucker, Jr., of New York City, for plaintiff. 
George K. Helbert and Fenton & Blount, both of Philadelphia, 


Pa., for defendants. 


Dickinson, District Judge: It is apparent that rather fine 
lines are being drawn in the conduct of this case. Perhaps this 
is unavoidable because of the character of the real questions in- 
volved. Broadly stated, the controversy grows out of these respec- 
tive positions assumed by the parties. The plaintiff, with a decree 
in its favor for an accounting, denies the correctness of the account 
stated by defendants. Behind the demand made by plaintiff, 
there is the implied averment that defendants have returned a 
less volume of sales than actually made. If defendants dis- 
close the names and addresses of the customers to whom sales 
were made, the discrepancy between sales admitted and sales 
made would appear and defendants can be charged with what 
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they have actually received. Hence the demand for an in- 
spection of defendants’ books. Defendants, on the other 
hand, flatly charge plaintiff with seeking to get the names and 
addresses of defendants’ customers from no other motive than 
commercial rivalry. It is apparent that each is asserting a right. 
The plaintiff has the right to all admissible evidence of sales made 
by defendants of the articles, the sale of which belonged to plain- 
tiff. Defendants have the right to protect their own business from 
encroachment and from rival espionage. Which of the parties is 
lawfully in possession of the part of the field where these rights 
overlap is obviously to be determined by the trial judge in the 
exercise of a necessary discretion committed to him. The exercise 
of this discretion is governed by the finding of a fact which only 
the trial judge can find. If a question were asked the answer to 
which would disclose trade information of value only to a compet- 
itor, the situation would evoke the proper ruling. If, on the 
other hand, evidence necessary to a finding of the proper sum to 
be awarded was sought to be elicited, an incidental and unavoid- 
able disclosure of business dealings, otherwise uncalled for, would 
not justify its exclusion. The master has shown himself to have a 
proper appreciation of this line of demarcation, and we do not 
feel called upon by anything disclosed by this record to interfere 
with the exercise of his discretion. Indeed all that is necessary to 
be said has already been said in (D. C.) 225 Fed. 883 (Reporter, 
vol. 5, p. 479]. With no thought in mind of prejudging the rights 
of either party, but merely to emphasize the distinction attempted 
to be before indicated, certain points may be recapitulated. 

1. Rule 63 (198 Fed. xxxvii, 115 C. C. A. xxxvii) relates 
wholly to an accounting. Its purpose is to facilitate this by 
requiring the party called upon to account to state one. It deals 
only with results and not with the evidence from which fact con- 
clusions on which to base a statement of account might be drawn. 
In form it is required to be a “debtor and creditor” account. If it 
is satisfactory to the other party, the accounting is done. 
Such other party, however, is not bound to accept it. If it 
is not satisfactory, the accounting facts may be developed in the 
way pointed out by the rule. 


2. Rule 63 clearly supplies no sanction for a demand upon the 
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accounting party to set forth in his account evidence or the source 
of possible evidence from which a different account might be stated. 

3. The opposing party may, however, go into such an inquiry 
if he chooses. If he does, the inquiry is governed by the ordinary 
rules of evidence which pertain to all judicial inquiries and must 
follow along these well-known lines. A sufficient guide to what 
may be done when this field of inquiry is entered upon is supplied 
by the clear-cut rulings of Judge Thompson in the case of Rollman 
v. Universal Hardware Works (D. C.) 218 Fed. 651. 

4. The distinction between what may be brought into evi- 
dence at the trial and what disclosures may be required in ad- 
vance of trial may also enter into the question. For illustration, 
a party might have the right to compel the production of books or 
papers and at the trial put them in evidence when he would not 
have the right to compel the production of the same books or 
papers to be submitted to his inspection in advance of trial, al- 
though for use at the trial. 

The master applied these general principles in his rulings. 
The defendants submitted an account. With this, the plaintiff 
was dissatisfied. It called, as under rule 63 it was its right to do, 
one of the defendants as under cross-examination. The fact was 
developed that the account had been prepared by an expert ac- 
countant and an employe of the defendants who had knowledge 
of the transactions which entered into the accounting. It also 
developed that the defendants had books of account in which the 
transactions were entered. These books, however, were not kept 
by the witness, but by a Mr. Eyre, who was present at the hearing 
with the books. The books were then called for and produced. 
Counsel for plaintiff demanded possession of the books for inspec- 
tion purposes. The master ruled that the names and addresses of 
defendants’ customers need not be disclosed to plaintiff. To 
present the precise point involved, we reframe the question certified 
in this form: 

“Has the plaintiff the right to inspect the books of defendants not in evidence 
for the purpose of learning therefrom the names and addresses of defendants’ 


customers to whom ‘Gem’ paper clips in black boxes with white labels were sold 
in unfair competition with plaintiff's ‘Gem’ paper clips?” 


As before observed, lines of extreme fineness are drawn by 
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the manner in which this inquiry is sought to be conducted. The 
question of what evidence of the volume of sales made by the 
defendants or to whom made, may be introduced, is not before 
us. It is the much narrower question of whether plaintiff may 
compel the defendants to submit for inspection and examination 
defendants’ books and papers not in evidence in order that plaintiff 
may be able to glean from them information helpful to plaintiff 
in the trial of the case, and which may also be very harmful to 
defendants in their trade relations with their own customers and 
with the plaintiff as a hostile rival and competitor. If the ques- 
tion be analyzed it will be found not to differ in principle from 
what it would be if applied to the testimony of a witness. The 
accounting transactions might be wholly in the keeping of the 
memory of a witness. ‘The accounting facts could then be made to 
appear only through oral testimony. This same Mr. Eyre, for 
instance, might have all the information which these books contain. 
The information would then have the like value to the plaintiff 
which it now has. Could the defendants be required to supply 
this information in advance of its getting in evidence? On further 
analysis it will be seen that the ruling of the master in no way 
conflicts with any right of the plaintiff to introduce or compel the 
production of any relevant evidence. In the supposititous case 
instanced he could call any witness, either in chief or as under 
cross-examination, as might be proper, and ask and have a ruling 
upon any question which he might see fit to ask. This it will be 
observed is an entirely different thing from what is the touchstone 
of the present inquiry, his right to information not in evidence 
merely because it may be helpful to him in the trial of the cause 
and which may or may not be used by him for evidential purposes 
and which, at least as a theoretic possibility, may be used for other 
than evidentiary purposes in harm of his opponent. 

The answer to the question certified, as interpreted, is in the 
negative, and it is held that the ruling of the master was a proper 
one. 








} 
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CusHMAN & Denison Mera. Co. v. L. F. Grammes & Sons 
(234 Fed. Rep. 952) 


United States District Court 


Eastern District of Pennsylvania, June 2, 1916 


Decree REOPENED. 
Where the parties have stipulated to the entry of a decree, the decree 
should not be disturbed except upon the showing of a defense to the merits, 
such that the refusal to reopen would be a denial of justice. 


In Equity. On exceptions to the interlocutory report of the 
master on accounting. Exceptions overruled. Report confirmed. 

For earlier decisions in the same proceedings, see 5 Trade- 
Mark Rep. 479; 6 Trade-Mark Rep. 518. 


Oswald M. Milligan, of Philadelphia, Pa., and George W. 
Tucker, Jr., of New York City, for plaintiff. 

George K. Helbert and Fenton & Blount, both of Philadelphia, 
Pa., for defendant. 


Dickinson, District Judge: The parties to this controversy 
seem to be in accord only in the thought that this litigation should 
be brought to an end. A perusal of the record impresses one with 
the same thought. The opinion of Judge McPherson, accom- 
panying the order of July 3, 1914, gives the then state of the record. 
By that order the status of the case, presenting a decree against 
the defendants as prayed for and a reference to a master to state 
an account, was left undisturbed, except in the respect that the 
master was directed to take and report any evidence and testimony 
submitted in support or denial of defendants’ petition to modify 
the decree which had been made. If the petition were denied, 
there were in the case two findings: One, that the defendants had 
been guilty of unfair trade competition; the other, that they had 
infringed plaintiff's trade-mark. If the petition were granted, 
there would be only a finding of unfair trade. The master sub- 
mitted a report upon another phase of the case but which, to some 
extent, involved this. By the order made, following the opinion 
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in (D. C.) 225 Fed. 883, the master was directed in his discretion 
to pass upon all the matters before him in a final report, or to pass 
upon this phase in an interlocutory report, unless the parties should, 
by stipulation, eliminate this feature from the case. This the 
parties have not done, and the master has made his report confined 
to the matters referred to him by Judge McPherson. 

This brings us to the question of whether the decree as made 
should be modified. Certain facts which are already matters of 
record may be here recapitulated: (1) The decree asked to be 
modified was based upon the admissions of the defendants and the 
stipulation that it be entered. This was January 22, 1914. (2) 
On March 10, 1914, the defendants asked leave to move to vacate 
the decree. This leave was refused. (3) On March 19, 1914, a 
petition was presented, asking that the decree made be opened, 
etc. This wasdenied. (4) On June 22, 1914, the pending petition 
was presented, asking that the decree be modified. This was re- 
ferred by the order of July 3, 1914, to the master upon which he 
now reports. On August 16, 1915, the master was directed to 
comply with the order of July 3. 1914, as above stated. By this 
report it appears that a hearing was had upon the order at which 
the defendants offered evidence in support of the petition. The 
plaintiff, deeming all which had been offered insufficient to induce 
the court to modify the decree already made, raised the question 
of its sufficiency by a motion to strike out. This motion in the 
opinion of the master was well based, but, in compliance with the 
order of July 3, 1914, he reports the facts found, together with his 
opinion that the petition to modify the original decree should be 
dismissed. The defendants except to the report, advancing three 
propositions: (1) The order of July 3, 1914, was made without 
authority and was a nullity and the report thereon a like nullity. 
(2) The petition itself, coupled with the answer thereto, estab- 


lished all the facts beyond the necessity of any inquiry thereinto 


and rendered such inquiry superfluous. (3) A perusal of the evi- 
dence submitted by the defendants will satisfy the court that the 
decree as made should be modified. 

The order of July 3, 1914, by Judge McPherson, having been 
made, it would be futile, if not indeed out of place, to discuss the 


authority to make it. Whether the equity powers of the court 
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can be delegated, or whether the report before us is to be deemed 
that of a master under rule 59 (198 Fed. xxxv, 115 C. C. A. xxxv) 
or of an examiner, or whether the testimony and evidence returned 
is to be viewed as a deposition taken in support of the averments 
of the petition, we are brought to the practical question of whether 
the decree as made in the case should be modified. The present 
form of the petition is based upon the distinction between the 
previous petitions and this, in that a motion to vacate or to open 
cannot be made the basis of an appeal but a motion to dissolve an 
injunction (which this is claimed to be) is open to appellate process. 
However this may be, the analogue which counsel for defendants 
adopts of a motion for a new trial, based upon an averment of the 
existence of after-discovered evidence, is a fair one so far as it goes. 
Even in such cases there are few in which the worsted litigant does 
not think he could bring about a different result if granted a new 
trial. A fairer analogue, however, is an application to open a 
judgment which has been entered on a verdict. It is apparent 
this decree should not be disturbed except upon a clear showing of 
a meritorious defense, the denial of which would work plain injus- 
tice. The strength of the appeal made lies in this: The plaintiff 
averred and the decree proceeds upon the found fact that plaintiff 
had a trade-mark right in the sale of these clips in the form sold. 
It appears now that this averment may be without foundation, 
and that plaintiff had no such right, and, when this decree was 
entered, knew it had none. It could therefore succeed in this 
branch of the litigation only by the possibility that the true facts 
would not appear. This attitude comes dangerously near, if it 
does not reach, a suppression of the truth. If the decree had been 
entered upon findings secured from the court through such sup- 
pression, the decree should be recalled, and the view taken by the 
master would clearly seem to be too narrow and technical. The 
tactics employed by the plaintiff throughout this inquiry would 
confirm the soundness of such a conclusion. They have been 
wholly obstructive and confined to an apparent effort to prevent 
the defendants from developing the facts. The real situation, 
however, is not quite that thus outlined. The analogue suggested 
by the facts is that of a confessed judgment. The phrase employed 
by the former counsel for defendants more accurately expresses 
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the proper comment on what was done. The failure of plaintiff 
to disclose the subsequent proceedings affecting the trade-mark 
registration and the New York litigation counsel characterized 
as displaying a lack of frankness toward him. The motion on 
which the reference to the master was based could more satis- 
factorily be disposed of if the plaintiff had met the accusations 
made instead of attempting to smother defendants’ efforts to 
present the facts on which they are based, and then taking refuge 
in the position that the decree made had not been conclusively 
shown to involve an injustice. As already more than once ob- 
served, it is high time this litigation was brought to a close. The 
present conditions present a situation not free from difficulties in 
disposing of it, and by no means free from grave doubts whether 
the injunction feature of the agreed decree should be permitted 
tostand. It, of course, does not follow that, because the plaintiff 
failed to succeed in his litigation against one defendant, it ought 
not to recover against another. It charged in the one unfair 
trade, and failed to prove it. It made the same charge in the 
other, and it was not only admitted, but the decree based upon 
the admission still stands unchallenged in this respect. For this 
infraction of its rights, plaintiff is entitled to redress. No award 
of damages or profits can be made because of the trade-mark 
feature, which is claimed to be open to dispute. The only practical 
value defendants’ complaint has is as to the use of the word “‘Gem.” 
This is in practical effect to some extent involved in the relief to 
which plaintiff is confessedly entitled that defendants shall no 
longer palm off their make of clips as the one made by plaintiff. 
Had the case gone to trial, plaintiff would have been entitled to a 
decree. Defendants may have conceded too much to the plain- 
tiff. What they did, however, was their own voluntary act. The 
reluctance which Judge McPherson expressed to interfere with an 
agreed decree is a natural one. We confess to a like reluctance 
to accept the view taken by the master because of grave misgivings 
of whether injustice has not been done to the defendants. Ona 
review of the whole situation, however, we incline to the position 
that the decree as made should stand. The exceptions are dis- 


missed, and the report of the master confirmed, the disposition of 
costs, however, to await final decree. 
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TEMPLE v. GORDON 
(159 Pacific Rep. 983) 


California District Court of Appeals 
Second District, July 22, 1916 


1. Unrarrk CoMPETITION—PRELIMINARY INJUNCTION—DENIAL. 

To warrant the denial of a preliminary injunction, the court need not pass 
upon the merits of the case. If the facts are clearly in dispute, a preliminary 
injunction is properly denied. 

2. Descriptive TeERM—“ FauLt ess.” 


The word “‘Faultless” as applied to bread relates only to the kind or 
quality of the thing sold and is, therefore, descriptive. 


Appeal from an order of the superior court, Los Angeles 
county, denying motion for a preliminary injunction. Affirmed. 


Joseph F. Westall, of Los Angeles (Henry T. Hazard, of Los 
Angeles, of counsel), for appellant. 
Jones & Weller, of Los Angeles, for respondent. 


Conrey, P. J.: This is an appeal by the plaintiff from an 
order dissolving a restraining order and denying plaintiff’s motion 
for a preliminary injunction. The application for the order was 
heard upon the complaint, and affidavits produced on both sides. 

For about two years prior to defendant’s acts of which the 
plaintiff complains plaintiff was engaged in manufacturing and 
selling a certain kind of bread, to which he gave the name of 
““Faultless” bread. In June, 1913, he caused to be registered as 
belonging to him the trade-mark and trade-name “Faultless” 
as applied to that product, and obtained a certificate thereof from 
the secretary of state of the state of California. In selling his 
bread thereafter he was accustomed to have each loaf wrapped in 
a certain kind of paper upon which was printed: 


FAULTLESS 
BREAD 
MADE BY 
OCCIDENTAL BAKERY 
Brdy. 4770 Los Angeles A-5020. 
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These words and figures were printed in dark blue ink in a 
certain distinctive form. He advertised extensively his product 
under said trade-name, and built up a valuable business in the sale 
of the described bread. The plaintiff charged that thereafter the 
defendant, with intent to deceive and defraud the public and to 
injure and defraud the plaintiff, caused to be put up in similar 
packages a kind of bread sold by him, copying the general design, 
color of ink, ete., and caused the bread to be sold in a nearly sim- 
ilar wrapper to that of the plaintiff, on which he placed the fol- 
lowing printed matter: 

PEERLESS 
PURITY QUALITY 
PEERLESS 
BREAD 
MADE BY 
GORDON BREAD CO. 
South 4797 Los Angeles. 

Samples of these wrappers are attached as exhibits to the 
complaint, and are found in the transcript on appeal. The 
affidavits which accompanied the complaint were made by drivers 
of bread wagons for the plaintiff, and contain statements of fact 
tending to show a similarity in appearance of the articles as placed 
on the market by the defendant to those sold by the plaintiff; 
tending also to show that some persons were deceived thereby, 
and that the bread sold by the defendant was inferior in weight and 


quality, but that nevertheless it was competing successfully with 


plaintiff’s bread in the various establishments where bread was 
sold in the city of Los Angeles, and that plaintiff's business was 
being injured thereby. In response to the order to show cause the 
defendant presented to the court affidavits of himself and of 
several drivers of his delivery wagons and of several grocers who 
had been selling bread purchased from the plaintiff as well as from 
the defendant. The defendant denied many of the important al- 
legations of the complaint. Among other things, the defendant 
stated in his affidavit, and the accompanying affidavits stated, 
matters tending to show that it was not true that by reason of close 
similarity of the names “Faultless’” and “Peerless” or of the 
wrappers and packages as sold by the defendant the public could 
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be or was misled or imposed upon; that the defendant had been 
engaged in the manufacture and selling of bread in the city of Los 
Angeles for at least five years prior to the commencement of this 
action; that the wrappers used by him did not, nor did he intend by 
them to, imitate the plaintiff’s trade-mark or label. 

On the hearing of this motion it was not necessary for the 
court, in order to warrant a denial of the order asked for by plain- 
tiff, to pass upon the merits of the case. The court may have 
concluded that the essential facts were so clearly in dispute, and 
the right of plaintiff to any relief so much in doubt under the show- 
ing made, that it would decline to grant any injunction at all until 
a trial on the merits. 

“The granting of a preliminary injunction is not a matter of right, but th 
application is addressed to the sound discretion of the court, which is to be exercised 
according to the circumstances of the particular case; * * * and its action 
upon such application will not be reviewed in the appellate court unless it shal! 


clearly appear that there was an abuse of its discretion.” Santa Cruz Associatio) 
v. Grant, 104 Cal. 306, 37 Pac. 1034. 


The plaintiff's case does not appear to be based upon any 
claim of exclusive right by reason of a trade-mark, since the trade- 
mark as registered by him relates only to the name or quality of 
the thing sold. Civ. Code §991. The claims asserted by him are 
based upon— 


“the principle that in the interest of fair commercial dealing courts of equity, where 
one has been first in the field doing business under a given name, will protect that 
person to the extent of making competitors use reasonable precautions to prevent 
deceit and fraud upon the public and upon the business first in the field.””. Dunsto) 
v. Los Angeles Van, etc., Co., 165 Cal. 89, 94, 181 Pac. 115, 117. 


The relief rests upon the deceit or fraud which the later 
comer into the business field is practicing upon the earlier comer and 
upon the public. In view of the nature of the relief demanded, 
and in view of the conflicting evidence which came before the 
superior court under the order to show cause, we are unable to 


say that the plaintiff’s right to a temporary injunction was con- 
clusively established, or that the court abused its discretion in 
denying the motion. 

The order appealed from is affirmed. 

We concur: JAMEs, J.; SHaw, J. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Ex parte, Untrep Druac Company 


(232 O. G. 319) 
Commissioner of Patents, October 13, 1916 


TrapE-MarK—REGISTRABILITY—NAME OF CORPORATION. 
A mark consisting of a double circle and a ring of seven infants’ heads 
enclosing the word “Stork” in heavy script, is registrable as a trade-mark, 
notwithstanding the fact that the word “Stork” alone had previously been 


refused, on the ground that it was the name of a corporation other than the 
applicant. 

A distinction must be made between the names of corporations which 
were always common English words and names coined for the purposes of the 
corporation and which are, therefore, merely corporate names. 


For the earlier decisions relative to this trade-mark, see 5 


Trade-Mark Rep. 376; 6 Trade-Mark Rep. 101. 
Mr. Alexander W. Murray for the applicant. 


Cxiay, Assistant Commissioner: The applicant appeals from 
the ruling of the examiner of trade-marks, refusing registry of a 
trade-mark for infants’ rubber nipples, consisting of a double 
circle and ring of seven infants’ heads, inclosing the word “Stork,” 
written in heavy script. 

The rejection is on the ground that the commissioner and the 
Court of Appeals of the District of Columbia had _ previously 
refused registry of the word “Stork” on the ground that the word 


was the principal part of the name of a corporation existing prior 
to July, 1912, when the applicant alleges it began the use of its 


mark. 


It appears in the file of this application that the applicant 
originally applied for registry of the word “Stork” alone. A 
search in the class failing to show that the mark was anticipated, 
it was passed to registry January 19, 1915, published February 2, 
1915, and the thirty days thereafter allowed for filing opposition 
passed without any opposition developing. On March 15, 1915, 
the case was reconsidered by the examiner, whose attention had 
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meantime been directed to the fact that there was a corporation in 
the State of Maine called “The Stork Company,” and registration 
was refused on the ground that the mark was the name of that 
company, under the ruling of the court in the case of The Asbestone 
Company v. The Philip Carey Manufacturing Company (200 O. G. 
857; 41 App. D. C. 507). [Reporter, Vol. 4, p. 161.] Appeals 
were taken to the commissioner and then to the court, with the 
result of affirmance of the examiner’s position by both tribunals. 
A perusal of the briefs and the decisions of the first assistant 
commissioner and of the court (222 O. G. 729) makes it plain 
that the applicant’s mark offered for registry was considered to 
be the mere name of The Stork Company, the court saying: 

“The corporate name of The Stork Company is protected by the express pro 
visions of the Trade-Mark Act.” 

Afterward the applicant amended its drawing and virtually 
applied anew to register the trade-mark in the form as now pre- 
sented and above described. The question, then, is whether 
the ruling now must follow the ruling in the previous proceedings 
and whether there is any legal ground for refusing registration. 
For the solution of both questions it is necessary to carefully note 
the language of the statute. 

An officer chargeu with the administration of the law is bound 
to construe it according to his conscience and according to the 
evident intent of the legislature. Obviously the intent of the 
lawmaker may be deduced from a history of the law and the reasons 
for its enactment. Both the congressional committees which 
favorably reported the bill which became the trade-mark law of 
February 20, 1905, reported after an exhaustive inquiry by them- 
selves and by a special expert committee appointed for the pur- 
pose (Senate Reports 3278, January 24, 1905), giving reasons. 

The immediate occasion for the law was the obligation to 
carry out the provisions of certain treaties; but the committee 
refers to past complaints about the difficulty of registering trade- 
marks and says it was also the intention to give a wide latitude 
to registry. 


“Section 5 of the proposed bill we believe will permit the registration of all 
marks which could, under the common law as expounded by the courts, be the sub- 
ject of a trade-mark and become the exclusive property of the party using the same 
as his trade-mark.” 
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Section 5 of this bill, being in essence as it was drawn by Mr. 
Greeley, was, according to Mr. Greeley’s report, drawn for the 
purpose of registering 
“all marks which would or could, under the law as construed by the Supreme 
Court, be held to be capable of being appropriated as the exclusive property of the 
person using them as trade-marks. * * * The second proviso is in recognition 
of the statement made by the Supreme Court in Canal Company v. Clark (13 Wall., 
311), quoting from the opinion of Judge Duer in the case of Amoskeag Manufac- 

ring Company v. Spear, that ‘one! has no right to appropriate a sign or symbol, 
which, from the nature of the fact it is used to signify, others may employ with 
equal truth, and therefore have an equal right to employ for the same purpose.’ 
* * k etc.” 

Mr. Greeley’s draft differed from the section as adopted on 
the point of interest only by change of forms of expression and by 
adding to the prohibition against the registry of a mark which 
consists merely in a name not distinctively displayed the further 
exception— 


“or in association with a portrait of the individual.” 


Now it will be noted that the section is a law restricting the 
commissioner’s power of refusal to register. So far as we are now 
concerned with it, and omitting surplusage, it says that no dis- 
tinctive trade-mark shall be refused registry unless it consists 
merely in the name of an individual not distinctively displayed. 

The subsequent amendments of the law make this meaning 
more clear. For example, it was afterward found necessary to 
add to the exception of marks scandalous by reason of being im- 
moral or being public insignia, also previously-used signs of frater- 


nal societies, institutions, ete. The importance of comparative 


rights by user was originally emphasized by the provision that a 
then ten-year-old mark might be registered, notwithstanding it 
came within the previous prohibitions. On February 5, 1911, 
there was added to the statute these words: 


“ Provided further, That nothing herein shall prevent the registration of a trade- 
nark otherwise registrable because of its being the name of the applicant or a por- 
tion thereof.” 


This extra proviso was occasioned by the ruling of the court 
in such cases as in re Success Co. (84 App. D. C. 443; 152 O. G. 
958, February 1, 1910) that— 
1 


“the word ‘merely’ as used in the statute was clearly intended to prevent the regis- 
tration by a corporation of its own name.” 
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meantime been directed to the fact that there was a corporation in 
the State of Maine called “The Stork Company,” and registration 
was refused on the ground that the mark was the name of that 
company, under the ruling of the court in the case of The Asbestone 
Company v. The Philip Carey Manufacturing Company (200 O. G. 
857; 41 App. D. C. 507). [Reporter, Vol. 4, p. 161.] | Appeals 
were taken to the commissioner and then to the court, with the 
result of affirmance of the examiner’s position by both tribunals. 
A perusal of the briefs and the decisions of the first assistant 
commissioner and of the court (222 O. G. 729) makes it plain 
that the applicant’s mark offered for registry was considered to 
be the mere name of The Stork Company, the court saying: 

“The corporate name of The Stork Company is protected by the express pro 
visions of the Trade-Mark Act.” 

Afterward the applicant amended its drawing and virtually 
applied anew to register the trade-mark in the form as now pre- 
sented and above described. The question, then, is whether 
the ruling now must follow the ruling in the previous proceedings 
and whether there is any legal ground for refusing registration. 
For the solution of both questions it is necessary to carefully note 
the language of the statute. 

An officer charged with the administration of the law is bound 
to construe it according to his conscience and according to the 
evident intent of the legislature. Obviously the intent of the 
lawmaker may be deduced from a history of the law and the reasons 
for its enactment. Both the congressional committees which 
favorably reported the bill which became the trade-mark law of 
February 20, 1905, reported after an exhaustive inquiry by them- 
selves and by a special expert committee appointed for the pur- 
pose (Senate Reports 3278, January 24, 1905), giving reasons. 

The immediate occasion for the law was the obligation to 
‘arry out the provisions of certain treaties; but the committee 
refers to past complaints about the difficulty of registering trade- 
marks and says it was also the intention to give a wide latitude 
to registry. 


“Section 5 of the proposed bill we believe will permit the registration of all 
marks which could, under the common law as expounded by the courts, be the sub- 
ject of a trade-mark and become the exclusive property of the party using the same 
as his trade-mark.” 
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Section 5 of this bill, being in essence as it was drawn by Mr. 
Greeley, was, according to Mr. Greeley’s report, drawn for the 
purpose of registering 


“all marks which would or could, under the law as construed by the Supreme 
Court, be held to be capable of being appropriated as the exclusive property of the 
person using them as trade-marks. * * * The second proviso is in recognition 
of the statement made by the Supreme Court in Canal Company v. Clark (13 Wall., 
311), quoting from the opinion of Judge Duer in the case of Amoskeag Manufac- 

ring Company v. Spear, that ‘fone! has no right to appropriate a sign or symbol, 
which, from the nature of the fact it is used to signify, others may employ with 
equal truth, and therefore have an equal right to employ for the same purpose.’ 
' eee 


Mr. Greeley’s draft differed from the section as adopted on 


the point of interest only by change of forms of expression and by 


adding to the prohibition against the registry of a mark which 
consists merely in a name not distinctively displayed the further 
exception- 


“or in association with a portrait of the individual.” 


Now it will be noted that the section is a law restricting the 
commissioner’s power of refusal to register. So far as we are now 
concerned with it, and omitting surplusage, it says that no dis- 
tinctive trade-mark shall be refused registry unless it consists 
merely in the name of an individual not distinctively displayed. 

The subsequent amendments of the law make this meaning 
more clear. For example, it was afterward found necessary to 
add to the exception of marks scandalous by reason of being im- 
moral or being public insignia, also previously-used signs of frater- 
nal societies, institutions, etc. The importance of comparative 
rights by user was originally emphasized by the provision that a 
then ten-year-old mark might be registered, notwithstanding it 
came within the previous prohibitions. On February 5, 1911, 
there was added to the statute these words: 


** Provided further, That nothing herein shall prevent the registration of a trade- 
nark otherwise registrable because of its being the name of the applicant or a por- 
tion thereof.” 


This extra proviso was occasioned by the ruling of the court 
in such cases as in re Success Co. (34 App. D. C. 443; 152 O. G. 
958, February 1, 1910) that— 


}eé 


“the word ‘merely’ as used in the statute was clearly intended to prevent the regis- 
tration by a corporation of its own name.” 
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If it were proposed to register a word which was the property 
of another as being that other’s peculiar name, that and nothing 
more, there would be no difficulty in deciding against registry; 
but here we have a different case, because the word in question 
was not the property of any particular other person, but was a 
word in wide and various use not only as a surname and not only 
as the name of a famous bird, but as an actual trade-mark. The 
name “Stork” generally is not the property of the corporation 
Stork Company, simply because it is equally the property of 
others. The directories of the large cities of the country show the 
name to be a very common family name, occurring, for example, 
scores of times in the cities of Philadelphia, Baltimore, St. Louis, 
Chicago, New York, and Cleveland. It is of course a well-known 
name of a bird and of a bird having such mythical associations as 
to be virtually a term indicative of the occasion of birth, as Santa 
Claus is associated with the Christmas festival. 

The name “Stork” is the name of the corporation not in the 
sense of being its property generally, but only in the sense of its 
particular use of it, just as the applicant here has as its name the 
word “ United” and the word ** Drug” without any property rights 
in either word. 

Obviously there could be no just claim that the Stork Com- 
pany had the exclusive right to use of its name. The particular 
question is not the right to exclusive use of the name, but the right 
of another to use and register the name. Under the statute The 
Stork Company can register its name as a trade-mark indefinitely. 
If others cannot, this amounts in effect to giving it a monopoly 
of the name. A natural person whose name was Stork could not 
claim this extraordinary right, and it is difficult to understand 
how an artificial person could have such superhuman privilege. 
It is thus necessary to draw a sharp distinction between a name 
coined or created, or preempted by first and sole use, and a name 
which is merely withdrawn from the public domain for specific 
use. The word “Asbestone” was the property of the Asbestone 
Company, and was the mere name of that company, for that 
company had created the name. But there is no such or similar 
condition in this case. 


There is on file in this office a copy, certified by the Secretary 
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of State of Maine on January 5, 1905, of the certificate of incor- 
poration on December 2, 1904, of a company known as The Stork 
Company, organized to manufacture “ waterproof cloths, fabrics,” 
etc. There is also on file Trade-Mark Certificate No. 90,254, of 
February 11, 1913, showing that this company used a mark con- 
sisting of the word “Stork” and the picture of a stork, for baby- 
shoes, in 1906, and claims to own the previously-registered mark, 
No. 65,946, of June 23, 1908, showing the same mark in different 
form; also, Certificate No. 88,534, of September 24, 1912, showing 
the word “Stork” and a different picture of the bird, as used for 
soap. This evidence that there was a corporation of this name 
twelve years ago and that as late as three years ago such a company 
was dealing in baby-shoes and soap does not seem sufficient to raise 
any question of any rivalry in goods, and the only question that 
remains is whether registry can be refused because the mark pro- 
posed for registry contains, among other things, a word which also 
is the name of a person and of a previously-existing corporation. 

It also appears from the records of this office that the word 
“Stork” or the picture of a stork has been registered as a trade- 
mark some sixty times, and, among others, it had been used prior 
to the incorporation of The Stork Company for vermifuge (1886), 
for flannels (1896), for condensed milk (1898), for morning-sick- 
ness tablets (1901), and for medicines (1902). All of these things 
pertain in some way to infants. And since the incorporation of 
The Stork Company there have been registrations for toilet powder 
(No. 50,800), for infants’ hats and caps (No. 49,386), for baby 
chicks (No. 109,524), and for baby-carriages (No. 95,933). That 
The Stork Company not only has no right, but cannot have the 
exclusive use of the word “Stork” even as a trade-mark, is obvious 
from the fact that others have used it as a trade-mark for goods 
pertaining to childhood, and that this practice, beginning long be- 
fore The Stork Company existed, has continued since The Stork 
Company’s use of the same word without objection from The 
Stork Company. Under these circumstances I am unable to 
believe that the court by any previous decision has intended to 
hold that by indirection The Stork Company may monopolize 
the name, which seems to be the inevitable effect of refusing regis- 
try to any mark which contains the word “Stork.” 
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What the examiner had held virtually amounts to ruling that 
a ring of infants’ heads is the name of a corporation. Either this, 
or else he has not only read entirely out of the statute the word 
‘merely,’ but has gone a step further and read into the statute a 
substitution of the word “includes” for the word “consists.” This 
office can take no such liberties with the law. Whether or not it is 
true, as alleged in the brief, that the court has read out of the law 
the word ‘merely,’ makes no difference with this case, for what 
is here held is that the trade-mark now proffered for registry is not 
the name of a corporation at all, for the double reason that it con- 
sists quite as much in the circle of infants’ heads as it consists in 
the word “Stork” and that the word “Stork” has been so long 
public property that it is not in any way peculiar to the corporation 
in the State of Maine. 

The examiner’s ruling is reversed, and the mark is admitted 
for registry. 

{Nore: Contrary to our custom, we have published the foregoing decision 
of the patent office in full, instead of in an abridged form, because of what we con- 
sider to be its unusual importance. The decision repudiates the extraordinary 
doctrine established by the court of appeals of the district of Columbia in the “* Asbes- 
tone” case, and heretofore followed by the patent office. Although the mark 
before the office in this case was amended by the addition of features not present at 
the time of the earlier decision, the fact should not be overlooked that this decision 


expressly refuses to follow the previous decision of the court cf appeals in the Stork 
case. See 6 Trade-Mark Rep. 101.! 








